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(Hmteb States Court of Appeals! 
FOR THE DISTRICT OF COLUMBIA. 

No. 7329. 

The Lawyers Title Insurance Company, 

a corporation, 
Appellant, 

v. 
The Lawyers Title Insurance Corporation, 

a corporation, 

Appellee. 

BRIEF OF APPELLANT. 

This is a suit by which the plaintiff seeks to enjoin 
the defendant from using a corporate name the same 
as that of the plaintiff, in the conduct in the District of 
Columbia of business of the same nature as the busi¬ 
ness of plaintiff. 

For convenience the parties to this appeal will be 
referred to as plaintiff and defendant as they appeared 
in the court below. 
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STATEMENT OF CASE. 

On June 22,1938, plaintiff instituted this suit against 

the defendant to enjoin the use of its corporate name. 

The substantive allegations of the complaint are that 

the plaintiff was incorporated under the laws of the 

District of Columbia on July 6, 1896, under the name 

“The Lawyers Title and Guaranty Insurance Com¬ 

pany”, one of its objects being to examine and insure 

titles to real estate; (R. 2) that in December, 1922, its 

corporate name was changed to “The Lawyers Title 

Insurance Company”; that since incorporation and 

for more than forty years it has been engaged in exam¬ 

ining and certifying titles to real estate; that for some 

years all title certificates were issued in its individual 

name, but later the plaintiff conducted business in con¬ 

junction with the District Title Insurance Company, 

and the Washington Title Insurance Company; that 

since then all certificates have been issued in the joint 

names of all three companies, each thereof having its 

separate corporate identity, operating under separate 

licenses and paying taxes as separate corporations; 

that it had built up a valuable good will throughout the 

District and elsewrhere and that a very large part of 

the public for wTtom it examines titles and issues cer¬ 

tificates and title policies are laymen w’ith w'hom plain¬ 

tiff has become acquainted over the many years it has 

been engaged in business and wffio constantly refer to 

the plaintiff as the Lawyers Title Insurance Company. 

(R. 3, 4) 

That in June, 1938, the defendant opened an office 

within less than a city block from the plaintiff’s office, 

and assumed to do a title insurance business in its 

corporate name “Lawyers Title Insurance Corpora- 
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tion”; that defendants object and purpose are to pro¬ 

cure employment in connection with the examination, 

report and certification of titles to land and to sell title 

insurance policies; that the object of the defendant is 

to reach people who have been and are dealing with the 

plaintiff and, by the use of the identical name or simi¬ 

lar name, to lead persons to believe they are dealing 

with the plaintiff; that the corporate name of the defen¬ 

dant is such as to inevitably deceive the public and lead 

them to believe they are dealing with the plaintiff; that 

the simulation of the name is a violation of the plain¬ 

tiff’s rights and will inevitably lead to confusion and 

injury to plaintiff; and the plaintiff prayed that the 

defendant be enjoined from using its corporate name 

in the District. (R. 4, 5) 

The defendant answered, denying the material alle¬ 

gations of the complaint, and alleged that it is a Vir¬ 

ginia corporation and has been since 1925; that in the 

certificates of titles issued by the plaintiff the names 

of the three corporations appear in the captions and 

signatures and on the backs of the covers thereof, but 

recite in the bodies thereof that they are based upon 
the opinion of a single joint officer, and have been so 

signed; that in the business community of the District 

the plaintiff is never separately spoken of; that it and 

its associate companies have a joint office and that 

there is nothing to indicate that the business of more 

than one organization is being conducted there. (R. 

12) 

That it opened an office in the District on June 13, 

1938, and that said office is in the same city block as 

the office of the plaintiff; admits that its object and 

purpose in opening said office was to sell title insur¬ 

ance ; that the examination, report and certification of 
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titles made by it is to be an incident to the sale of title 

insurance policies; that its title insurance policies im¬ 

pose a contractual obligation for indemnity to its in¬ 

sured, and that the title certificates issued jointly by 

the plaintiff and its associates only impose upon them 

a tort liability for negligence and accordingly the busi¬ 

ness of the defendant is essentially different from the 

principal business of the plaintiff and associates. (R. 

14) 
The answer further alleges that the defendant has 

been authorized to do business of a title insurance com¬ 

pany in the District for nearly three years and during 

that period it has been actively engaged therein to the 

knowledge of the plaintiff ; that in opening its branch 

office it caused display matter on its doors and window’s 

plainly to differentiate it from plaintiff. (R. 15) 

That the certificates of title issued by plaintiff do 

not afford as good protection as the instruments issued 

by it; that the customers of the plaintiff and defendant 

are nearly always lawyers, real estate agents and per¬ 

sons of such concerns referred to them, w’ho are ex¬ 

perienced and discriminating and w’ho are familiar 

w’ith the separate identity of the company. (R. 16) 

And it praved that the complaint be dismissed. (R. 

17, 18) 

STATEMENT OF FACTS. 

The plaintiff was incorporated under the laws of the 

District of Columbia in June, 1S96, under the name 

The Lawyers Title and Guaranty Insurance Company. 

(R. 6, 7) Its corporate name was changed in Decem¬ 

ber, 1922, to The Lawyers Title Insurance Company. 

(R. 8, 9) The defendant was incorporated in Virginia 

in 1925, under the name Lawyers Title Insurance Cor- 
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poration. (R. 115) Since the organization of the plain¬ 

tiff, more than forty years ago, the plaintiff has been 

engaged in the business of examining and reporting on 

titles to real estate in the District of Columbia and in 

that connection has issued, and still issues, certificates 

of title and title insurance policies but never did much 

business insuring titles because there did not seem to 

be much demand for it, although it was equipped to do 

such business and did so when necessary. (R. 33) 

Prior to 1922 the certificates were issued in the name 

of the plaintiff alone, but about that time it took joint 

offices with the District Title Insurance Company and 

the Washington Title Insurance Company and since 

then the certificates issued have been under their sev¬ 

eral names, but jointly, in which each company assumes 

entire responsibility, this being done under a working 

agreement that the responsibility would be shared be¬ 

tween them. (R. 33, 41) In 1937 the plaintiff and its 

associates issued 411 insurance policies and 9,205 cer¬ 

tificates of title, and in the first six months of 1938, 

147 policies of insurance and 4,600 certificates of title. 

(R. 85) 

The plaintiff and each of its associates has its own 

board of directors, own bank accounts, pays its own in¬ 

come and other taxes, owns its own investments. The 

companies are entirely separate and they conduct bus¬ 

iness in a joint manner solely for the purpose of issu¬ 

ing-certificates. (R. 33) 

The defendant opened an office in the City of Wash¬ 

ington in the early part of June, 1938, (R. 55) (the 

complaint having been filed on June 22,1938); and this 

office is around the corner on Fifteenth Street, less than 

a city block from the plaintiff’s place of business. (R. 

55) 
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While the plaintiff is familiarly known as “Law¬ 

yers Title”, defendant published a newspaper headed 

“Lawyers Title News”, a publication issued periodi¬ 

cally to correspondents of Lawyers Title Insurance 

Corporation in the interest of title insurance, dated 

Richmond, Virginia, June, 1938, which refers to the 

establishment of its office in Washington and therein 

refers to itself as “Lawyers Title” (R. 55, 57), which 

publication defendant circulated in the District among 

business concerns and individuals and the directors of 

the plaintiff and its associate companies. (R. 55, 90) 

All certificates of title and all policies of insurance, 

and the covers thereof, issued by the plaintiff, bear the 

names “The District Title Insurance Company,” 

“The Lawyers Title Insurance Company” and “The 
Washington Title Insurance Company” (R. 34-51), 

all letterheads do likewise, and all certificates of title 

and all insurance policies are signed in that manner. 

The plaintiff received many communications from in¬ 

dividuals and business concerns during the years 1937 

and 3938, addressed to it as The Lawyers Title Insur¬ 

ance Company, at the address of their joint office (R. 

92, 93, 97, 98). Since the defendant opened its office 

in Washington the plaintiff received a number of 

communications, intended for the defendant and which 

it returned (R. 97, 98). Plaintiff’s name appears in 

the telephone directory and under the classified adver¬ 

tisements of the same as “The Lawyers Title Insur¬ 

ance Company” (R. 114). 

The defendant offered evidence tending to show 

that it began doing business by solicitation in the Dis¬ 

trict in 1927 (R. 117); that prior to June, 1938, defen¬ 

dant did not examine titles as a basis for the issuance 

of insurance policies; that up to June, 193S, a very 
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small percentage of the policies issued were guaranty 

policies as distinguished from unlimited policies (R. 

119); such guaranty policies being a limited coverage 

which it issued after it had issued an interim binder 

which directs attention to the fact that if a guaranty 

policy is issued, it would be a limited coverage policy 

and not full coverage, in order that the public might 

not be deceived (R. 126); that the distinguishing fea¬ 

ture of such guaranty policy is that it insures only 

the record title, whereas a policy not so characterized 

insures both the title of record and otherwise (R. 176). 

The defendant further offered testimony to show 

that it had unsuccessfully sought to have the plaintiff 

act as its agent in the District (R. 117); that the de¬ 

fendant was organized for the purpose of preserving 

to attorneys the business of examining titles and to 

enable them to meet competition by having available 

title insurance facilities (R. 115); that when organ¬ 

ized it had no expectation of doing business in the Dis¬ 

trict (R. 116); that the entry of the District Title In¬ 

surance Company in Virginia had some influence upon 

its conclusion to open a branch office in Washington 

but not a controlling one (R. 126). 

The defendant also offered evidence tending to show 

that the L. I. C. form of policy used by the plaintiff 

is the same ns that used by the defendant, being stand¬ 

ard mortgagee policy (R. 126); that it examines titles 

in the District (R. 135); that the sign upon the doors 

of its office state “Washington Branch Office” and 

“Home Office, Richmond, Virginia”; that the defen¬ 

dant has no knowledge of receiving any mail intended 

for the plaintiff (R. 171) except one occasion in con¬ 

nection with transactions with the United States Hous¬ 

ing Authority and that was in June, 193S (R. 172); 
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that the plaintiff and its associates were referred to 

as “the District Companies, the District Title Com¬ 

panies, the District Company and District Title Com¬ 

pany"’ (R. 174), and that mail to the plaintiff is gen¬ 

erally so addressed, and that the witnesses produced 
had never heard the plaintiff spoken of alone but only 

in connection with its associates (R. 175). 

After the hearing was concluded in the court below, 

the Court made certain findings of fact which appear 

at pages 20 to 26 of the record, and in view of their 

length and to avoid repetition, plaintiff respectfully 

refers to such record. 

As its conclusions of law, the court held: 

1. The plaintiff is not entitled to the relief 
prayed, because it has not shown that there is 
such a similaritv between the names, bv which it 
and the defendant are known, that plaintiff’s cus¬ 
tomers will 1h> deceived and their business thereby 
diverted to the defendant. 

2. The plaintiff is not entitled to the relief 
prayed, because the evidence shows that the de¬ 
fendant, in good faith, exercising its right to use 
its name, has done all that reasonably could be 
required of it to prevent confusion of identity as 
between plaintiff and defendant. 

.’>. The plaintiff is not entitled to the relief 
prayed, because tin* evidence shows that its ser¬ 
vices are availed of by a discriminating clientele, 
who will not be misled by any fortuitous similar¬ 
ity between the corporate names of plaintiff and 
defendant. (R. 25) 

The Court thereupon entered a decree dismissing 

the complaint, from which decree the present appeal 

has been prosecuted. (R. 26) 
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ASSIGNMENT OF ERRORS. 

The plaintiff claims the Court below erred— 

1. In finding and holding 

(a) That the plaintiff did not do business as 
a separate corporation; 

(b) That the plaintiff and defendant are not 
in competition; 

(c) That the business of the plaintiff and de¬ 
fendant is restricted and specialized, 
not involving the public generally; 

(d) That the name of defendant will not mis¬ 
lead people so that they will fail to do 
business with the plaintiff and its two 
associates; 

(e) That the plaintiff has suffered no dam¬ 
ages and is not likely to suffer damage 
bv reason of the simulation of tin* name 
of the defendant with the name of the 
plaintiff. 

2. In failing to find and hold that the 

(a) That the plaintiff has been engaged in 
business in the District of Columbia 
for more than forty years and during 
such period was the only Lawyers Title 
Insurance Company in said District; 

(b) That the opening of defendant's office in 
the District of Columbia lias caused 
confusion, which confusion is likely to 
continue. 

.*>. In failing to hold as its Conclusion of Law that 
the plaintiff is entitled to have its corporate 
name protected from invasion or simulation 
by the defendant. 

4. In denying plaintiff the relief prayed and dis¬ 
missing its complaint. 
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Since 1 Ills is an equity suit ami the several error." 

which the plain!Hi clam." were committed h\ the timl 

i'Uirt are closely related and neeessarily invoivcii in 

;lie determination of the primary question presented 

’, v it> appeal, we shall not deal wit h the assigned error.-- 

separately. 

I1RIE7 07 ARGUMENT. 

At the outset we consider it necessary to determine 

the priority in riuht and time ot the j»arties to the use 

of their corporate names.1 whether their corporate 

names an* identical as matter oi tact and law. and 

whether they are eimaucd in the same business or tin* 

same lim* of business. 

Plaintiff is First in Time and Right. 

The plaintiff wa~ the lirst; to adopt the name Law 

vers Title Insurance Con • : n\“ and the lirst to eon 

duet business under that name in the !)istriet ol < o 

lumhia. It was incorporated and orirnui/.ed under the 

law of the Distriet on the lith day of July. ls‘Hi. uu<h r 

tin* corporate name of **Lawyers Tille and Guaranty 

Tnsuranee ( on pany . M*.;d. Li !toeembei. 1J—. 

its corporate name was ehaiiued to “Tin* Lawyers 1 ilh* 

Insurance ('ompany \ (IL '■*. '•*) It tlierenttei eu 

o-ao-ed in business under that name and lias been so 

cammed ever since. (I*. dll. •>•>) I he del end,ant was 

iiu*orporate<l under tin* law - of tin* State of Virginia in 

tin* vear (Ik. lb”) It alhm'es it was first licensed 

to do hu>ino"S in the i>i*triet in the latter part of 1 !>•!'>. 

; h\ 11*) The plaintiff i" prior in time and ritrht. 
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The Corporate Names are Identical. 

Tin* names of the plaintiff and defendant are the 

'ante. From a praetieai as well as leual standpoint, 

thev are identical. 1 he actual dilicreiicc hetween the 

two names is that in the plaintiff's name the word 

••( ’ompanv" is used, while in the defendant s name tin* 

word “( ’orporalion '* is used. The word “Company 

is commonly ust d in corporate names. R>oth words are 

lived merely to indicate an association of persons lor 

ihe conduct of business. They mean the same tiling. 

“In the ease at har, names are identical. It is 

true the plaintiff company has for some lime past 

Used the word “Incorporated*' in connection with 

its name, hut this word is not part of it' letral title, 

and if it was, while it- use miulit destroy the iden¬ 

tity of the two names, it would not deprive them ol 

their deceptive similarity. It is a descriptive word 

onlv, and is equally so to hoth organizations. 

Red Rolled Cuttle Cluh vs. Red Rolled Cattle 

eluh. ins I<iwa !<>•». ill. 

“That the word ‘Incorporated* establishes a 

distinct difference cannot he claimed, because the 

verv name of the plaintiff indicates incorporation 

upon its face, by the use at the bojfi ninny; of the 

word * 1 h'** and at ihe end ol tin* won! ‘t oiitpanx . 

So it seems to us from an analysis of the names 

themselves that ihcrc is not that dissimilarity or 

eotilrasl iliat would attract the eye or the mind of 

1 he public." 

Cleveland Opera Co. v. Cleveland Civic Opera 

Ass'm. Inc., Ohio App. 4<hi. 

Xo contention was made by ihe delendant that the 

names are diflereiit. Ihe court below apparently 

treated the names as identical and we shall do so. 



Plaintiff and Defendant are Engaged in Same Line of 

Business. 

It was contended below that relief should not be 

granted on tile ground that tin* defendant is not en¬ 

gaged in the same business as the plaintiff. The basis 

of this claim, as stated in the answer is “defendant 

denies that it makes anv reports or certificates of title 

except interim reports or certificates for use in the 

closing of transactions and which are to be replaced 

and supplanted, after closing, by title insurance poli¬ 

cies. The defendant avers that its title insurance poli¬ 

cies impose a contractual obligation upon it, for indem¬ 

nity of its insureds, and that the title certificates is¬ 

sued jointly by plaintiff and its associate corporations 

only impose upon them tort liability for negligence, and 

that accordingly the business of the defendant is es- 

sentiallv different from the principal business of the 

plaintiff and its associate corporations”. (IT 14) And 

the trial court found as a fact “Defendant is engaged 

in the business of insuring titles to real estate, and does 

not issue title certificates.” (R. 22) 

We submit the findings of the Court and the allega¬ 

tions of the answer are contrary to the evidence and 

are not true. 
Both companies have plants for the examination of 

titles. They both examine titles to real estate in the 

District. (R. 32, 57, 100) Defendant’s president 

stated “that it (defendant) examines titles in the Dis¬ 

trict of Columbia”. (R. 135) Both prepare convey¬ 

ances. (R. 100, 101) Both issue title insurance poli¬ 

cies. (R. 33, 100, 101) Omitting prior years, the 

record shows that in 1937 the plaintiff issued 411 poli¬ 

cies of title insurance and 9,205 certificates of title, 

and during the six months of 1938, it issued 147 title 
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insurance policies and 4,70(1 certificates of title. (R. 

So) 
If the finding of the court and the allegations of the 

answer, instead of stating the defendant does not issue 

certificates of title, had stated the defendant does issue 

certificates of title hut calls them title insurance poli¬ 

cies, it would have been true. I>ut the defendant does 

issue certificates of title though it calls them insurance 

policies, the only difference being the defendant under¬ 

takes to limit its liability to the amounts stated in its 

policies, while the liability of the plaintiff under its 

certificates of title is unlimited. That the so-called 

Guaranty Policy of the defendant is merely a certifi¬ 

cate of title appears from the defendant’s own evi¬ 

dence. On .June 1”), lfi.'IS, two days after it opened its 

Washington office, the defendant wrote the Alley 

Dwelling Authority, “The Lawyers Title Insurance 

Corporation proposes to furnish, in lieu of a certificate 

of title a guaranty policy of insurance guaranteeing 

only titles, according to the public land record. This 

policy is our usual form of coverage where full title 

insurance protection against defects of title which are 

not shown on the records, is not required.” (R. 100) 

The president of the defendant testified that its guar¬ 

anty policy is of limited coverage which it issues “after 

issuing an interim binder which directs attention to 

the fact that if a guaranty policy is issued, it is a lim¬ 

ited coverage and not a full coverage policy, in order 

that the public might not be deceived”. (R. 126) And 

the necessity of giving warning is obvious. Quite nat¬ 

urally any one who obtained from the defendant a 

“Guaranty Policy” which “insures” would believe 

that he had obtained a title insurance policy, as com¬ 

monly understood, whereas in fact he would be receiv- 
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ing merely a certificate of title, called an insurance 
policy, with limited liability. (See form of Guaranty 

Policy, R. 109) It is thus apparent, from the defen¬ 
dant’s own evidence, that the allegations of the answer 

and the finding of the court, are directly contrary to 

the evidence. 

In addition, both companies issue real policies of 

title insurance of precisely the same kind. The defen¬ 

dant’s president testified, (R. 126) that the “L. I. C. 

form used by the plaintiff (R. 44) is the same as that 

sold by the defendant, (R. 133) being standard mort¬ 

gagee policy”. (R. 126) 

It thus appears that both companies by their corpo¬ 

rate names announce to the public that they are en¬ 

gaged in the same business; that both companies are 

engaged in the business of issuing certificates of title, 

and that both are engaged in issuing precisely the same 

kind of title insurance policies. The fact that the de¬ 

fendant may issue more policies than the plaintiff is 

immaterial. The defendant may be a financial and 

business giant, as was sought to be shown, and its bus¬ 
iness may be far greater than the business of the 

plaintiff, but that affords no warrant for the invasion 

of the rights of the plaintiff; on the contrary it sug¬ 

gests greater necessity for the plaintiff’s protection. 

A substantial part of the record is made up of copies 

of various policies issued by both companies. We do 

not believe the court will find it necessary to read them 

to determine what actual differences between them may 

exist, if any. Nor do we believe it will be necessary 

for the court to determine, as the defendant errone¬ 

ously claims and alleges as showing that the business 

of the defendant is different from that of the plaintiff, 

whether the liability of the defendant on its policies is 
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contractual, while the liability of the plaintiff on its 

certificates is in tort merely. We insist that both com¬ 

panies are engaged in precisely the same business, al¬ 

though the business of each may differ in amount. 

Clearly they are engaged in the same line of business, 

and as they arc, the legal effect is the same as if they 

were engaged in precisely the same business. 

When companies are engaged in different lines of 

business and are not competing, the cases differ upon 

the question whether relief will be denied, where the 

names are the same or similar, particularly where the 

right to engage in the same business is found in their 
charters. 

But even in the states where the rule prevails that 

relief will be denied if the companies are engaged in 

different lines of business and are not competing, all 

cases hold, and we believe without exception, that 

where the companies are engaged in lines of business 

which form part of the same commercial field, and are 

so closely related that simulation of a name by one is 

likely to result in injury to the other, the rule first 

stated does not apply, and relief will be granted, even 

though the companies are not, strictly speaking, en¬ 

gaged in competition. 

Thus: 

Long’s Ifol Stores Corp. v. Long's Clothes, 224 
App. Div. 497, hat business and retail clothing 
business. 

Bush Terminal Co. v. Bush Terminal Trucking 
Co206 X. V. S. 2, one business on tonnage 
basis and other hired on time. 

British American Tobacco Co. v. British Amer¬ 
ican Cigar Stores Co., 211 Fed. 933, one in 
wholesale tobacco business and other retail 
cigar stores. 
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Akron Overland Tire Co. v. Willy’s Overland 
Co., 273 Fed. 674, one automobile company and 
other tire company. 

Buick Motor Co. v. Buick Used Car Exch., 229 
N. Y. S. 219, one in sale of new cars and other 
second-hand cars. 

Florence Mfg. Co. v. J. C. Doicd & Co., 178 Fed. 
73, toilet brushes and tooth brushes. 

On the assumption, not supported by the evidence 

and denied, that the defendant is engaged in a differ¬ 

ent line of business from that of the plaintiff, consid¬ 

erable reliance was made by the defendant at the trial 

upon the case of Borden’s Ice Cream Co. v. Bmden’s 
Condensed Milk Co., 201 Fed. 510. In that case the 

plaintiff was engaged in the condensed milk business 

while the defendant was engaged in the ice cream bus¬ 

iness. The court held the plaintiff was not entitled to 

protection against the manufacture of ice cream upon 

the ground that the corporations were engaged in dif¬ 

ferent lines of business. But the facts in that case 

were entirely different from those present in this case. 

The corporate names were decidedly different; each, by 

its corporate name, informed the public of the nature 

of the business in which it was engaged, and such busi¬ 

ness was different. 

Moreover, the conclusion in that case has been re¬ 

peatedly criticized and a number of courts have re¬ 

fused to follow it, as in British Amer. Tobacco Co. v. 

British Amer. Cigar Stores, 211 Fed. 933; Finchley v. 

Flinchly, 40 F. (2d) 736; Standard Oil Co. of N. M. v. 

Standard Oil Co. of Cal., 56 F. (2d) 973, 977, the last 

case being the latest case we find considering the Bor¬ 
den case. In that case, the Circuit Court of Appeals 

of the Tenth Circuit, said: 



17 

“Recent well considered cases, upon the law of 
unfair competition, have expanded the narrow 
rule announced in the Borden case to an extent 
that leads us to conclude that the Borden case is 
out of harmony with the modern law of unfair 
competition.” Citing many cases. 

We submit both the plaintiff and defendant are en¬ 

gaged in the same business, or, at the very least, “in 

lines of business which form part of the same commer¬ 

cial field/ ’ As we understand it, they are engaged in 

the same business, and the evidence overwhelmingly 

shows this is true. Therefore, the important question 

presented by this appeal is whether the plaintiff, prior 

in time and right, is entitled to enjoin the use by the 

defendant of the same corporate name, in the conduct 

of business of the same nature, in the same city or 

District. 

The unlimited multiplication of corporations in re¬ 

cent years has given rise to frequent conflicts in re¬ 

spect to names. By the many decisions on the subject, 

it is established that the same rule applies to corpo¬ 

rate names as to the names of firms and individuals 

and that an injunction will lie to restrain the simula¬ 

tion and use by one corporation of the name of a prior 

corporation which tends to create confusion or to en¬ 

able the later corporation to obtain, by reason of pre¬ 

cisely the same or similar name, the business of the 

prior one. 

“The general rule is settled that, in the ab¬ 
sence of a statutory provision regulating the sub¬ 
ject, parties organizing a corporation must choose 
a name at their peril, and that the use of a name 
similar to the one adopted by another corpora¬ 
tion may be enjoined at the instance of the latter, 



IS 

if misleading or calculated to injure its business.” 
7 Ruling Case Law, p. 134. 

In a leading New York Case Chief Justice Andrews, 
who delivered the opinion of the court, said: 

‘‘In respect to corporate names the same rule 
applies as to the names of firms or individuals, 
and an injunction lies to restrain the simulation 
and use bv one corporation of the name of a 
prior corporation which tends to create confu- 
fusion, and to enable the later corporation to ob¬ 
tain, by reason of the similarity of names, the 
business of the prior one. The courts interfere 
in these cases, not on the ground that the state 
may affix such corporate names as it may elect 
to the entities it creates, but to prevent fraud, ac¬ 
tual or constructive. * * *” 

Higgins v. Higgins Soap Co., 144 N. Y. 462, 
468-9. 

While there are many decisions to the same effect, 
it is not deemed necessary to cite them, in view of a 
decision of the Supreme Court, in which the court held 
that the adoption of a name by a corporation under 
the laws of the state of its creation confers an exclu¬ 
sive right to such name, and that the adoption of the 
same or similar name by a later corporation will be 
enjoined. 

The Court said: 

/“Whether the name of a corporation is to be 
regarded as a trade mark, a—txade nanie or both, 
is not entirely clear under the decisions^ To some 
extent the two terms overlap, but there is a differ¬ 
ence more or less definitely recognized, which is, 
that generally speaking, the former is applicable 
to the vendible commodity to which it is affixed, 
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the latter tn ?i business and its good will. See 
Ball v. Broadway Bazaar, 194 N. Y. 429, 434, 435; 
87 NE 674. A corporate name seems to fall more 
appropriately into the latter class But the pre¬ 
cise cimerence is not often material, since the law 
affords protection against its appropriation in 
either view’ upon the same fundamental principles. 
The effect of assuming a corporate name by a 
corporation under the law of its creation Is to 

appropriate that name. It is an ele- jT 
ment of the corporation's existence. Newby vT 
Uregon C. K. 0o.,'~l)eadyl)6§, !b’ed. Oas. No. 10144. 
And as Judge Deady said in that case, ; Any act 
which produces confusion or uncertainty con¬ 
cerning th1s name is well calculated to injuriously 
affect, the identity and £TusmesS''of~«~eorporation. 
And as a matter of fact, in some degree at least, 
the natural and necessary consequence of the 
wrongful appropriation of a corporate name, is 
to injure the business and rights of the corpora¬ 
tion by destroying or confusing its identity/ 

“The general doctrine is that equity not only 
will enjoin the appropriation and use of a trade¬ 
mark or trade name where it is completely identi¬ 
cal with the name of the corporation, but will en¬ 
join such appropriation and use where the resem¬ 
blance is so close as to be likely to produce con¬ 
fusion as to such identity, to the injury of the cor¬ 
poration to w’hich the name belongs. * * V’ 

American Steel Foundries v. Robertson, 269 
U. S. 372, 380-381. 

In this case, the corporate name of the defendant is • 

“completely identical” with the corporate name of the 

plaintiff. In such a case, as stated by the Supreme 

Court, “equity # * * will enjoin the appropriation and 

use” of the name “previously” and “exclusively” ap¬ 

propriated. 
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Whether Defendant Did or Did Not Intend to Deceive 
or Mislead the Public is Immaterial. 

Considerable evidence was introduced by the defen¬ 

dant in support of the claim that in opening its office 

in the District of Columbia and in conducting busi¬ 

ness therein it acted in good faith. We submit that 

whether the defendant did or did not act in good faith, 

under the circumstances of this case, is immaterial. 

The adoption and use by one corporation of the 

name of another corporation previously adopted for 

use in the same city for the conduct of business of the 

same nature, is presumptively a legal fraud. With all 

the words available for use precisely the same name 

as that of the plaintiff is being used. While the name 

of the defendant was adopted in its charter received 

from the State of Virginia a number of years ago, 

though after the plaintiff had adopted it for use in the 
District, and perhaps at that time without expectation 

that it would ever engage in business in the District, so 

far as this case is concerned, it is precisely the same 

as if the adoption of its name had been made when it 

secured its license and opened its office to do business 

in the District. WTien it entered the District it knew 

or is chargeable with the knowledge, that the plaintiff 

had many years before acquired the “exclusive” 

right to the use of its corporate name; that it wTas en¬ 

gaged in business in the District, and that its business 

was of the same nature as the business which the de¬ 

fendant intended to conduct in the District. 

But whether the defendant intended in fact to de¬ 

ceive or mislead the public and to injure the plaintiff 
is immaterial, since it is responsible for the conse¬ 

quences of its acts to the same extent as if it intended 

such consequences. 
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In considering this case and the authorities cited, 

it will be kept in mind that we are not dealing with a 

case where there is a mere similarity of names, in 

which, possibly, actual confusion and injury must be 

shown, but with a case wherein the names are identi¬ 

cal, and are used in the same city, in the conduct of 

business of the same nature. 

“It is not necessary to allege or prove actual 
fraud on the part of the corporation which as¬ 
sumes the name of another, but if such actual 
fraud be necessary to relief, in a case like the one 
under consideration, it may be presumed from 
knowingly adopting the name of another corpora¬ 
tion, or a name so similar as to cause actual or 
probable loss or damages to the other: that is to 
say, if the adoption of such name would have the 
natural and necessary tendency to cause such 
loss or damage to the other party.” 

Grand Lodge K. P. v. Grand Lodge, 174 Ala. 
395, 401-402. 

In a Pennsylvania case where the defendant, a New 

Jersey Corporation, adopted the same name as the 

plaintiff but with the addition of the words “New Jer¬ 

sey,” the court treated the names as identical. The 

defendant had obtained a license to do business in 

Pennsylvania. After considering the defense of inno¬ 

cent intention, the court concluded by saying: 

“The motives of the persons attempting the 
wrongful appropriation are not material.” 

American Clay Mfg. Co. v. American Clay Mfg. 
Co. of N. J., 198 Pa. 189, 197. 
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Other courts have said: 

“A fraudulent intent need not be shown to in¬ 
voke the aid of the court.” 

Cape Map Yacht Club v. Cape May Yacht and 
Country Club, 81 N. J. Eq. 454, 458. 

“In the Armington case (21 R. I. 109) it was 
held injunction would lie to prevent the use of a 
similar name, even in the absence of proof of ac¬ 
tual damage, or a fraudulent intent.” 

Nesne v. Dundet, 93 Minn. 299, 301-302. 

“The wrongful use of a trade name or device 
may be enjoined, ivithout proof that any one has 
been actually deceived. (Citing cases) * * # And 
it makes no difference in the application of the 
rule whether the party using the name or trade¬ 
mark acts in good faith or otherwise. (Citing 
cases) * * * Where there is no such proof (of an 
intent to defraud) fraud may be inferred in many 
cases from the fact of imitation alone.” 

Atlas Assurance Co. v. Atlas Insurance Co., 138 
Iowa 228, 233-234. 

“But if the name was assumed in good faith, 
and without design to mislead the public and ac¬ 
quire the plaintiff’s trade, the defendant, know¬ 
ing the facts, must be held to the same responsi¬ 
bility as if it acted under the honest impression 
that no right of the plaintiff was invaded. The 
names are not identical, but as said by Bradley, 
J., in Celluloid Co. v. Ccllonite Co., (supra), ‘Simi¬ 
larity, not identity, is the usual recourse where 
one party seeks to benefit himself by the good 
name of another.’ ” 

Higgins v. Higgins Soap Co., 144 N. Y. 462, 471. 



“It is also argued that the facts do not show 
any fraud or deception. Actual fraud is not nec¬ 
essary in cases like this.” 

Martell v. St. Francis Hotel Co., 51 Wash. 375, 
380. 

“The existence of these consequences does not 
necessarily depend upon the question whether 
fraud or an evil intent does or does not exist. The 
quo ammo, therefore, would seem to be an imma¬ 
terial inquiry.” 

Holmes v. Holmes, 37 Conn. 278, 296. 

These principles are epitomized: 

“Fraudulent intent may be established by the 
circumstances, and may be presumed from a simi¬ 
larity close enough to cause actual or probable de¬ 
ception or damage, upon the principle that per¬ 
sons are held to have intended the natural and 
probable consequences of their acts.” 

63 C. J. 397. 

“The good faith of the incorporators is imma¬ 
terial if the name too closely resembles that of any 
other previously established corporation, part¬ 
nership or individual engaged in the same line of 
business, and material confusion or injury re¬ 
sults therefrom.” 

63 C. J. 439. 

In a leading New Jersey case the Court said: 

“The question being whether there was a false 
representation, it might in many cases be easier 
to infer such misrepresentation, as matter of evi¬ 
dence, as a fact, where a corporation had without 
propriety assumed the name of a rival, than it 
would be to infer it where an individual of the 
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same name came into competition with him; be¬ 
cause, as has been often said, the whole vocabu¬ 
lary of names is open to those who organize a 
new company, while the individual is not respon¬ 
sible for his name and ought, ordinarily, in com¬ 
mon honesty, to use it and do business under it. 
* * * ‘The action of the court must depend upon 
the right of the plaintiff and the injury done to 
that right. What the motive of the defendant 
may be the court has very imperfect means of 
knowing. If he was ignorant of the plaintiff’s 
rights in the first instance, he is, as soon as he be¬ 
comes acquainted with them and perseveres in in¬ 
fringing upon them, as culpable as if he had origi¬ 
nally known them’.” 

International Sili'er Co. v. Rogers Corp., 66 
X. J. Eq. 119, 128, 130. 

These authorities show the claimed good faith of 

the defendant is immaterial. It is to be held to the 

same responsibility as if it had intended the conse¬ 

quences of its acts deliberately done. 

But the good faith of the defendant is denied. The 

defendant was organized “for the purpose of pre¬ 

serving to attorneys, who were interested, the busi¬ 

ness of examining titles, and to enable them to meet 

competition by having available to them title insur¬ 

ance facilities.” (R. 115) Several years prior to 

opening its office in Washington, the defendant sought 

to have the plaintiff and its associates act as its agent 

in the District for the issuance of its policies, but this 

effort failed. Later, the District Title Insurance Com¬ 

pany, one of plaintiff’s associates in the conduct of 

business, was domesticated in the State of Virginia in 

the counties in that state adjacent to the District. The 

president of defendant testified “that the entry of the 
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District Title Insurance Company in Virginia had 

some influence upon our conclusion to open a branch 

office in Washington, but it was not a controlling in¬ 

fluence.” (R. 126) Apparently forgetting or aban¬ 

doning its stated object in organizing its corporation 

for “preserving to attorneys the business of examin¬ 

ing titles,” defendant acquired a title plant in the Dis¬ 

trict, and immediately after acquiring it opened its 

office in Washington, and there engaged in the busi¬ 

ness of examining titles (R. 135), and issuing title cer¬ 

tificates which it called insurance policies, in direct and 

active competition with the plaintiff. No such course 

had been followed by the defendant elsewhere. Al¬ 

though it was qualified to engage in business in seven¬ 

teen states, and although it was actually engaged in 

business in many other states, though not licensed, it 

had no plant and did not attempt to examine titles in 

any of such states. Why acquire and maintain a plant 

here? Why abandon a traditional policy for which it 

was organized and to which it was committed, and 

start something radically different in this District? 

Promptly after it opened its office, defendant sent cir¬ 

culars to business concerns and individuals in Wash¬ 

ington, many of them being clients of the plaintiff. 

These circulars were entitled “Lawyers Title News,” 

and therein the defendant repeatedly refers to itself 

as “Lawyers Title,” a name by which the plaintiff was 

familiarly known. (R. 90) And then it opened its 

office within less than a city block of the plaintiff’s 

place of business—just around the corner—where it 

intended to and since has been engaged in active and 

direct competition with the plaintiff, well knowing, by 

the use of plaintiff’s name in the same business, the 

plaintiff would suffer serious injury. 
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While the selection of its name may have been 

“fortuitous,” which the court in its conclusion of law 

characterizes as a “fortuitous similarity,’’ the other 

facts stated were not and could not have been “fortui¬ 

tous” in any sense. Defendant’s action was for the 

obvious purpose of injuring plaintiff in its business. 

No other explanation is reasonably possible. 

Aceordinglv we submit as a matter of law, the 

claimed good faith of the defendant is immaterial. 

But if the court concludes it was material, the evi¬ 

dence conelusivelv shows it did not act in good faith. 

Injury to Plaintiff Presumed. 

The fifteenth finding of fact made by the court is as 

follows: 

“The evidence does not disclose that plaintiff 
has suffered any injury by reason of defendant 
opening its 'Washington Branch Office, and the dis¬ 
similarity between the building signs, premises, 
letterheads and forms used by plaintiff and defen¬ 
dant is so marked that there is no reasonable prob¬ 
ability that plaintiff will in future suffer any in¬ 
jury resulting from confusion of the identity of 
plaintiff and defendant.” (R. 25) 

The plaintiff has been engaged in business in the 

District for more than forty years. For some years 

the defendant issued policies from Richmond, Va., on 

real estate in the District before obtaining a license 

to do so. If a license to do business in the District 

was required there is nothing to indicate that such 

business was lawfully conducted. The defendant 

claims that in September, 1935, it obtained a license 

to do business in the District. The license was not 

produced. There is nothing to suggest that plaintiff 
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was aware that a license had been obtained. The law 

relating to the licensing of foreign insurance com¬ 

panies does not require publication of an application 

for a license, nor the publication of the fact that a li¬ 

cense has been obtained. There is nothing to indi¬ 

cate that the defendant made a deposit of $100,000. 

for the protection of its policyholders, either in Vir¬ 

ginia or the District, as the law requires. There is 

nothing to indicate that between the date the defen¬ 

dant obtained its license and the date it opened its 

office in the District there was any difference in the 

manner in which it had conducted business in the Dis¬ 

trict prior thereto, and that appears to have been soli¬ 

citation. Whether the manner in which it did business 

during this period resulted in injury to plaintiff does 

not appear, and of course is incapable of proof. 
Promptly, within two weeks, after it opened its office 

in the District the plaintiff instituted this suit. As 

indicated by the finding of fact above quoted, the court 

proceeded on the theory that it was incumbent upon 

the plaintiff to prove that it had sustained injury be¬ 

fore instituting this suit. In this we submit the court 

erred. 

This proceeding was not instituted because of past 

injury of which plaintiff was ignorant both as to the 

nature and extent. It was instituted to prevent injury 

in the future, likely or well calculated, or as some 

courts express it, **bound” to result, not from the 

manner in which business had previously been con¬ 

ducted, but from the establishment of an office in the 

District, around the corner from plaintiff’s place of 

business, for the conduct of business of the same na¬ 

ture as that of the plaintiff and under a corporate 

name the same as that of the plaintiff. The plaintiff 
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acted diligently. In a suit to prevent injury in the fu¬ 

ture, from a continuing wrong, it was not necessary 

for the plaintiff to show that it had sustained injury 

in the past, particularly where such injury, unknown 

and incapable of ascertainment, was of a different na¬ 

ture and degree. 

The trial court said “the dissimilarity between the 

building signs, premises, letterheads, and forms used 

by the plaintiff and defendant is so marked that there 

is no reasonable probability that plaintiff will in the 

future suffer any injury resulting from confusion of the 

identity of the plaintiff and defendant/’ (R. 25) We 

submit the plaintiff’s right cannot be defeated because 

of protective steps such as those stated in this find¬ 

ing to avoid confusion, as we hereafter show. 

There are a great many cases dealing with the right 

to the use of trade and corporate names. An analysis 

of these cases show that they may be properly di¬ 

vided into three classes: First, those in which the 

names are identical; second, those in which the “re¬ 

semblance is so close as to be likely to produce confu¬ 

sion as to such identity;” and third, those in which 

the names have some similarity, but are not so nearly 

alike as to raise the presumption of confusion and in¬ 

jury, and are known as cases of unfair competition. 

In practical application the distinction between these 

different classes of cases is important. 

The number of cases dealing with identical names, 

as in this case, are very few and for an obvious rea¬ 

son. Courts will consider the use of identical names in 

competition with one having a prior right to the name 

as “too gross,” as they say, and it is therefore seldom 

attempted. 
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In a leading and often cited case in Connecticut, the 

names are similar, but it was contended that the de¬ 

fendant might have taken the precise name of the 

plaintiff. In reply the court said: 

“If (this argument is) sound, it would estab¬ 
lish the proposition that if the Haydens, or one 
of them, had united in forming the respondent 
corporation, they might have taken the peti¬ 
tioner’s name verbatim and the petitioners would 
have no legal ground of complaint. Indeed, this 
result is necessarily involved in the statement of 
the proposition. Such a claim-, in terms, would i |\ e mv ujjvouiuu. uut/n i 

If no* ^e seriously made.” 

Holmes v. Holmes, 37 Conn. 278, 292-293. 

H 
i) l V 

In a case decided by Mr. Justice Bradley, he said: 

“It is not identical with the plaintiff’s name. 
That would be too gross an invasion of the plain- 

. tiff’s rights. Similarity, not identity, is the usuhl 
O*ecourse when one party seeks to benefit himself 

by the good name of another.” 

Celluloid Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 
94, 97. 

Where the names are identical, injunction is granted 

almost as a matter of course and without requiring the 

plaintiff to show more than the fact of identity. 

“It is almost a matter of course to grant in¬ 
junctive relief where the similarity of names is 
so nearly calculated to deceive the public as in this 
case, especially where the defendant has chosen a 
location so near that of the plaintiff.” 

B.ush Terminal Co. v. Bush Terminal Trucking 
Co., 206 N. Y. S. 2, 3. 
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“The general doctrine is that equity * * * will 
enjoin the appropriation and use of a tradefnariT 
or Trader-rrame \vdien^t~t5'Trnf ipl'gLely identica.17’ ’ 

American steel Foundries v. Robertson, supra. 

In the second class of cases, where the names are not 

identical but closely resemble each other, the courts 

grant relief on the theory that such resemblance “is 

likely to produce confusion as to such identity,” with¬ 

out proof of actual injury, and without regard to the 

good faith of the defendant. 

In neither of the two classes of cases mentioned is 

it a defense, (and we have not seen any case where it 
has even been suggested), that protective steps were * 

taken to avoid confusion, where the defendant persists 

in the use of the identical or similar name. 

In the third class of cases, which are all cases of 

unfair competition, it must appear as the result of 

experience in the particular case, that confusion has in 

fact resulted. In such a case “the dissimilarity be¬ 

tween the building signs, premises, letterheads and 

forms used by the plaintiff and defendant” would be 

material. But this is not that sort of case. This case 

is one of the first class mentioned. Consequently, we 

submit, the court’s conclusion, based upon its finding, 

is erroneous. 
The plaintiff in this case has in fact shown that 

there is “reasonable probability that it will in the fu¬ 

ture suffer injury resulting from confusion of the 

plaintiff and defendant,” when it has shown, as has 

been done, that the names are identical, or, if it should 

be held that they are not identical, that they are so 

nearly alike as to be “calculated” or “likely” or 

“bound” to result in confusion. And whether it is 



31 

likely, well calculated or bound to result, when suit is 

brought to prevent future injury, is to be determined 

not from experience in the particular case, but in other 

cases, since in a suit brought to prevent future injury 

the result of experience cannot be shown, except per¬ 

haps between the filing of the complaint and the trial 

of the case. In this case it is in fact shown that even 

in that short time, the plaintiff has received a number 

of communications intended for the defendant, while 

the defendant states that it has received only one com¬ 
munication which had been previously sent to the 

plaintiff. This difference in number is readily ex¬ 

plained by the fact that the defendant’s name had not 

yet appeared in either the city or telephone directo¬ 

ries. 

The following are a few of the many cases indicat¬ 

ing that relief will be granted if the names are so 

nearly similar as to raise a presumption of confusion 

and injury: 

“* * * The use of a name similar to one adopted 
by another corporation may be enjoined at the in¬ 
stance of the latter, if misleading and calculated 
to injure its business.” 

Nesne v. Dundet, 93 Minn. 299, 301. 

“ ‘The real question is in a single sentence. Is 
this name so nearly resembling the name of 
another firm as to be likely to deceive.’ ” 

American Clay Mfg. Co. v. American Clay Mfg. 
Co. of N. J.y 198 Pa. 189, 194 quoting from 
opinion of Halisbury, Lord Chancellor in 
North Cheshire Brewery v. Manchester 
Brewery. 

“All that is required to bring into activity the 
injunctive powers of the court is to inform it that 
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the complainant’s trade is in danger of harm from 
the use of its name, by the defendant, in such a 
way as is calculated to deceive the public into the 
belief that the defendant’s affairs in the respect 
complained of, are those of the complainant. * * * 
Is the resemblance calculated to mislead or con¬ 
fuse, to the complainant’s damage.” 

Cape May Yacht Club v. Cape May Yacht and 
Country Club, 81 N. J. Eq. 454, 456, 458. 

“It is enough if the name of the alleged in¬ 
fringer is calculated to deceive.” 

Red Polled Cattle Club v. Red Polled Cattle 
Club, 108 Iowa 105, 111. 

“Defendant was incorporated in August, 1926. 
Out of all the corporate names it might have 
chosen, it styled itself The Dumore Company. 
Out of the entire field of trade names it chose the 
same word Dumore, which plaintiff had used for 
sixteen years. * * * It was not essential that 
plaintiff prove any particular injury or that any 
purchaser was misled. It is sufficient if there was 
reasonable probability of injury. That there is 
such reasonable probability is obvious.” 

Wisconsin Electric Co. v. Dumore, U. S. C. A. 
6th, 35 F. 2d. 555, 558. 

“Under the law the corporate name is a nec¬ 
essary element in the existence of the corpora¬ 
tion, and the necessary consequence of the wrong¬ 
ful appropriation of such a name is to injure the 
business and rights of the corporation by destroy¬ 
ing and confusing its identity.” 

Merchants Detective Asso. v. Detective Mercan¬ 
tile Agency, 25 Ill. App. 250, 256. 
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“Any act which produces confusion or uncer* 
tainty concerning: this name is well calculated to 
injuriously affect the identity and business of a 
corporation. And as a matter of fact, in some 
degree at least, the natural and necessary conse¬ 
quence of the wrongful appropriation of a cor¬ 
porate name, is to injure the business and rights 
of the corporation by destroying or confusing its 
identity.” 

American Steel Foundries v. Robertson, 269 
U. S. 380, quoting from the opinion of Judge 
Deady in Newby v. Oregon C. R. Co. 

“The general doctrine is that equity not only 
will enjoin the appropriation and use of a trade¬ 
mark or trade name when it is completely identi¬ 
cal with the name of another corporation, but will 
enjoin such appropriation and use where the re¬ 
semblance is so close as to be likely to produce 
confusion as to such identity, to the injury of the 
corporation to which the name belongs.” 

American Steel Foundries v. Robertson, supra. 

The plaintiff fully met its burden with respect to 

probable damage by the exhibition of the two corpo¬ 

rate names. 

“Whether such confusion has been or is likely 
to be produced by the acts charged, is a question 
of fact to be resolved either by evidence of actual 
sales of the one product for the other, of actual 
mistake of the one for the other, or fraudulent 
palming off of the one for the other, or, on the 
other hand, failing such evidence, by comparison 
of the two brands to determine whether the one 
can be readily mistaken for the other, even by the 
unattentive and unobserving retail purchaser.” 

G. W. Cole Co. v. American Cement and Oil Co., 
130 Fed. 703, 705. 
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“Thus it is clear that even if there was no evi¬ 
dence in the record except the similarity of the 
names, the court could grant relief, when, after a 
comparison between the two (corporate names), 
it reasonably appears that confusion will follow, 
and therefore unfair competition.’* 

Cleveland Opera Co. v. Cleveland Civic Opera 
Asso., 22 Ohio App. 400. 

The fact that injury is bound to result from the use 

of identical or similar names is recognized in practic¬ 

ally every state in the Union, and this is shown by the 

enactment of statutes, indicating public policy, that a 

later corporation shall not adopt the same or similar 

name of a previous corporation. Virginia has such a 

statute which protects the defendant throughout that 

state. It reads as follows: 

“No certificate of authority or license to trans¬ 
act business in this State shall be issued by the 
State corporation commission to any corporation, 
association or fraternal society, incorporated 
under a jurisdiction beyond the limits of this 
State and hereby designated as a foreign corpora¬ 
tion, hereafter applying therefor, if the name of 
such corporation, association or fraternal society 
is not such as to distinguish it from anv other 
corporation engaged in a similar business or pro¬ 
moting or carrying on similar objects or purposes 
in this State.” (Acts of 1918, p. 401, Ch. 224; 
Code of Virginia, 1936, Sec. 374a.) 

While there is no such statute in the District as ap¬ 

plied to foreign corporations generally or title insur¬ 

ance companies in particular, the courts nevertheless 

have established the right to relief against the use of 

a like or similar name on the general principles of 

equity. £.£.#.£'7? 7-f~/ 
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In American Clay Mfg. Co. v. Am. Clay Mfg. Co. of 

N. J., 66 A. L. R. ffoi-, 198 Pa. 189, suit was brought to 

enjoin use of the identical or similar name of the plain¬ 

tiff. One of the defenses interposed was that the de¬ 

fendant had acquired the right to do business in Penn¬ 

sylvania under its corporate name because it had been 

licensed to do so pursuant to a state law. The court 

said: 

“This claim however cannot be sustained in its 
entire breadth. So far as the statute is concerned, 
the right may be admitted, but we still have the 
question on general principles of equity which, 
as Lord Halisbury said in the passage quoted 
supra from North Cheshire Brewing Co. v. Man¬ 
chester Brewing Co., is the same question as it 
would have been before the statute was passed. 
# * * 

“There is certainly no presumption that foreign 
corporations were intended to be privileged over 
domestic ones, and no good reason why the mere 
absence of a statutory provision as to foreign cor¬ 
porations coming into this state to do business 
should oust the courts of equity from their gen¬ 
eral jurisdiction over the subject which is exer¬ 
cised independently of statute.” 

The primary feature whereby the defendant sought 

lo distinguish its corporate name from that of the 

plaintiff and which the court below regarded as suf¬ 

ficient, was the addition to its name of the word “Rich¬ 

mond” or the words “Richmond, Virginia.” It will 

be observed by glancing at the photograph of the de¬ 

fendant’s place of business, (R. 81) this is not cor¬ 

rect. The name on the window reads, “Lawyers Title 

Insurance Corporation,” and beneath it, but in very 

much smaller letters, the words, “Home Office, Rich- 
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mond, Virginia.’’ This is quite different. However 

that may be, in the Pennsylvania case last cited, the 

plaintiff’s corporate name, first in time and right, 

was “American Clay Manufacturing Co.,” while the 

name of the defendant, later incorporated in New Jer¬ 

sey, was American Clay Mfg. Co. of New Jersey.” 

This is precisely the situation here. After holding 

that the good faith of the defendant was immaterial, 

and that confusion and injury were bound to result, 

the Court said: 

“* * * the authorities have settled that the ex¬ 
clusive right of a corporation to its name is one 
that of itself carries the presumption of injury by 
interference, and will therefore be protected.” 

That the addition to the corporate name of the de¬ 

fendant of words such as “Richmond,” “Richmond, 

Virginia,” or “Virginia” does not relieve the defen¬ 

dant’s name from deceptive similarity to the plain¬ 

tiff’s name, was also held by the Circuit Court of Ap¬ 

peals, 10th Circuit, Standard Oil Co. of Colo. v. Stand¬ 

ard Oil Co., 72 F. (2d) 524.’ 

The names “Standard Oil Company of New Mex¬ 

ico” and “Standard Oil Company of California” were 

held to be confusingly similar. Standard Oil Co. of 

N. M. v. Standard Oil Co. of Cal., 56 F. (2d) 973. 

The State of Virginia, whence defendant conies, has 

declared its public policy in the statute to which we 

have referred, which forbids the grant of a license to 

a foreign corporation to do business in that state if its 

name is the same or similar to that of a corporation 

previously licensed. This is a legislative declaration 

by that State of its conclusion that by the adoption of 

a like or similar name confusion is bound to result. 

The defendant claims the right to come into the Dis- 
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trict and use the name of the plaintiff, long previ¬ 

ously adopted, while the plaintiff may not engage in 

the same business in the State of Virginia. 

In view of the foregoing, the court erred in holding 

that it was necessary for the plaintiff to show that it 

had suffered injury before suit. The court likewise 

erred in holding the plaintiff had not shown that it is 

likely to suffer injury in the future, notwithstanding 

proof that the corporate names were identical, from 
which, as matter of law, based upon experience in 

other cases, the courts presume that confusion and in¬ 

jury are “well calculated,” “likely” or are “bound 

to result”. 

Effect of Doing Business Jointly With Others. 

The evidence of the plaintiff showed that since 1923 

it has not been engaged alone in the conduct of title 

business but in association with The District Title In¬ 

surance Company and the Washington Title Insurance 

Company, and that all title certificates and title insur¬ 

ance policies since that date have been issued jointly, 

but in their several corporate names. A considerable 

part of the evidence of the defendant was devoted to 

establishing these facts, shown by the plaintiff’s own 

evidence, and conceded. The Court, basing its first 

conclusion of law upon these facts, and the further 

fact, as it found, that the associated companies in the 

conduct of their associated business, were addressed 

and generally known as either “The District Title 

Company,” “The District Title Insurance Company,” 

“The District Title Company,” “The District Law¬ 

yers and Washington” or the “D. L. & W.” held, that 

the “Plaintiff is not entitled to the relief prayed be¬ 

cause it has not shown that there is such a similarity 



between the names, by which it and defendant are 

known to the public, that plaintiff’s customers will be 

deceived and their business diverted to defendant.” 

(R. 25) 

We submit this finding of fact ignores uncontra¬ 

dicted evidence offered by the plaintiff, is not sup¬ 

ported by the evidence, and that the court’s conclusion 

of law although based solely upon the facts found by 

it, is unsound in law. 

There is not a word of testimony to show that in con¬ 

nection with its individual business, the plaintiff was 

not addressed and known by its own corporate name, 

except to the extent it was familiarly known as “Law¬ 

yers Title.” The plaintiff has ahvays maintained its 

corporate existence and organization. It has never 

been consolidated or merged with its associates. It 

has maintained its own separate board of directors, 

has kept its own bank accounts, has paid its own divi¬ 

dends to its own stockholders, has paid its own income 

and other taxes and has made in its own name and be¬ 

half all reports required of it by law. (R. 90-91) 

And in connection with the business of the associated 

companies, it appears that continuously and up to and 

including 1937 and 1938, to the time of the hearing 

below, the plaintiff was frequently addressed and re¬ 

ceived communications from business institutions and 

others in its own corporate name. This is established 

by a number of communications received by the plain¬ 

tiff and offered in evidence (R. 91-93). It also appears 

that in connection with the associate business, all cer¬ 

tificates of title and all policies of insurance were 

signed by the plaintiff in its own corporate name, as 

wTell as by its associates in their full corporate names. 

In all policies of insurance the plaintiff by its full cor- 
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porate name, as well as its associates, certified or 
guaranteed, etc. (R. 34-51) 

In this situation, it follows, we submit, that the real 
question presented is whether the plaintiff has lost the 
right to protection of its corporate name, under ap¬ 
plicable general principles of law to the use of like 
names, because its principal business was conducted 
in association with others, and because, as the result 
of such association, the associated companies, not the 
plaintiff, were generally known as The District Title 
Company or one of the other names heretofore men¬ 
tioned. 

The court evidently treated this as a trademark or 
trade name case. This is not such a case. This is a 

rase involving the right to protection of a corporate 

name. In treating it as a trademark or trade name 
case, we submit the court erred. That it did so treat 
the case appears by necessary implication from its 
first conclusion of law. The court held that the plain¬ 
tiff is not entitled to the relief prayed because it has 
not shown a similarity between the names by which it 
and the defendant are known to the public. (R. 25) 
Since it is undoubted that the plaintiff did use its own 
name in connection with all of its individual business, 
the implication is and must be that it is not entitled to 
relief because in the conduct of the associate business, 
it and its associates were known, as the court found, 
by the name “The District Title Company” or one of 
the other names mentioned. And, since it appears 
that to the extent at least shown by the plaintiff’s un¬ 
contradicted testimony, the plainiff was known and ad¬ 
dressed in its own name in connection with at least 
some of the associate business, it follows, we submit, 
the court implies that in order to obtain relief against 
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the use of its corporate name, it must show that it has 
transacted all of its business in its own name. But that 
can hardly be the law. In so holding, the court fur¬ 
ther, by necessary implication, must have considered 
this as a trademark or trade name case, since it implies 
that the right to protection of a corporate name will be 
lost unless that name is used in the transaction of all 
corporate business and continuously. 

In other words, the court treated continuous user as 
essential. Appropriation and user are necessary in con¬ 
nection with a trademark or trade name, but such user 
is not essential to the right to a corporate name so 
long as the corporation maintains its corporate exis¬ 
tence. There is a difference between trademark or 
trade name and the right to the use of a corporate 
name. In the American Siteel Foundries case, above 
cited, the court said: 

“Whether the name of a corporation is to be 
regarded as a trademark, a trade name or both, is 
not entirely clear under the decisions. To some 
extent the two terms overlap, but there is a differ¬ 
ence more or less definitely recognized which is, 
generally speaking, the former is applicable to the 
vendible commodity to which it is affixed, the latter 
to a business and its good will. * * * A corporate 
name seems to fall more appropriately in the lat¬ 
ter class. But the precise difference is not often 
material, since the law affords protection against 
its appropriation in either view upon the same fun¬ 
damental principles.’ ’ 

And the court then held: 

“The effect of assuming a corporate name by a 
corporation under the law of its creation is to ex¬ 
clusively appropriate that name. It is an element 
of the corporation’s existence.” 
• #•**•*• 
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“The general doctrine is that equity • * * will 
enjoin the appropriation and use of a trademark 
or trade name where it is completely identical.” 

If a corporate name is an element of the corpora¬ 
tion’s existence, and if its assumption under the laws 
of its creation is to exclusively appropriate that name, 
then it is an intangible property right. If it is a prop¬ 
erty right, its continuous user is not essential. Such 
right, so acquired, can only be lost by abandonment. 
While the alleged noil-continuous user in the transac¬ 
tion by the plaintiff of its principal business may be 
treated as evidence of abandonment, that alone is 
clearly insufficient, since, in addition the defendant 
must show an intention on the part of the plaintiff to 
abandon its corporate name. 

“The name being an essential in plaintiff’s cor¬ 
porate existence y its further wrongful use by de¬ 
fendant will have a natural tendency to injuri¬ 
ously affect plaintiff’s identity and business. For 
this the law has no adequate remedy, and resort 
was properly taken to the equitable remedy by in¬ 
junction.” 

Ft. Pitt Bldg. Loan Ass’n. v. Model Plan Bldg. 
<& Loan Ass’n. 159 Pa. 308, 311. 

Even in a trademark case, where user is essential, 
in which the claim was made that the plaintiff had lost 
its right by non-user and abandonment, the Supreme 
Court said: 

“To establish the defense of abandonment it is 
necessary to show not only acts indicating a prac¬ 
tical abandonment but an actual intent (italics by 
Chief Justice) to abandon. Acts which unex¬ 
plained would be sufficient to establish abandon¬ 
ment may be answered by showing that there never 



42 

was an intention to give up or relinguish the right 
claimed. ’ ’ 

Balin v. Cvscnicr <£• Co., 221 U. S. 580, 597-598. 

There was no abandonment in fact by the plaintiff; 
and certainly the defendant has not shown there was 
any intention on the part of the plaintiff to abandon 
the right to its corporate name. 

We, therefore, submit the Court in its findings of 
fact ignored uncontradicted testimony on the part of 
the plaintiff that the plaintiff has not abandoned its 
corporate name for which protection is sought; that 
its name was used in the transaction of all of its in¬ 
dividual business; that even in connection with the 
busines it conducted in association with others, it was 
known and addressed, to some extent at least, in its 
corporate name; that its full corporate name appeared 
on its letterheads and business communications, and 
appeared on all certificates of title and policies of title 
insurance issued by it in association with the other two 
corporations. The legal conclusion based upon these 
findings was likewise erroneous. Under general prin¬ 
ciples of law applicable to the established facts, plain¬ 
tiff had not lost the right to protection of its corporate 
name because its principal business was conducted in 
association with others, or because in connection with 
such association, the associated companies, and not the 
plaintiff, were known and referred to as The District 
Title Company or by one of the other names above 
mentioned. 

Second Conclusion of Law. 

The Court’s second conclusion of law is as follows: 

“The plaintiff is not entitled to the relief 
prayed, because the evidence shows that the defen- 
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dant, in good faith exercising its right to use its 
corporate name, has done all that reasonably could 
be required of it to prevent confusion of identity 
as between plaintiff and defendant.” (R. 25) 

This conclusion is based upon findings 8 to 11 in¬ 
clusive. (R. 22, 23, 24.) 

The effectiveness of the steps taken by the defendant 
to avoid confusion and injury to the plaintiff is denied. 
The efforts made by the defendant to that end, as it 
claims, are a direct admission that confusion will re¬ 
sult from the use of plaintiff’s name unless steps are 
taken to avoid it. Assuming such steps have been 
taken, it does not follow that confusion will not result. 
The taking of such steps, if effective, might be an an¬ 
swer in a case of the third class above mentioned, but 
not in a case where the names are identical. Where the 
names are merely similar, it is probably necessary to 
show, as a result of experience in the particular case, 
that confusion has in fact resulted, and evidence that 
it has not, as the result of the precautionary steps 
taken, would be material. But steps to prevent con¬ 
fusion are not material and are not a defense where 
the defendant has appropriated the identical name of 
the plaintiff. It is not an answer where the defendant 
has not only appropriated the plaintiff’s name but is 
engaged in business of the same nature and in the 
same city, where, as experience in other cases has 
shown, no matter what steps are taken, confusion and 
injury are bound to result. The steps taken may lessen 
the injury but do not remove the continuing cause. The 
question is not what the defendant has done or may do, 
and concerning which it at any time may change its 
mind or lessen its precautions. The question is, can 
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the defendant use plaintiff’s name, when the law pre¬ 

sumes, based on experience in other cases, that con¬ 

fusion and injury are bound to result. The offer to 

take steps to avoid confusion is not the same as an 

offer to eliminate the cause, and that, in this case, is 

the use of plaintiff’s name. A corporation cannot be 

relieved from responsibility for the consequences of 

its wrongful continuing act, naturally to be expected 

and which experience shows are bound to result, by 

showing it has taken precautions, reasonably sufficient 

in its opinion, to avoid such consequences. 

We submit, since both parties are engaged in the 

same business, in the same city under identical corpo¬ 

rate names, it is no defense that steps have been taken 

to avoid confusion naturally to be expected and bound 

to result. 

Third Conclusion of Law. 

The Court’s third conclusion of law is as follows: 

“The plaintiff is not entitled to the relief 
prayed, because the evidence shows that its ser¬ 
vices are availed of by a discriminating clientele, 
who will not be misled bv any fortuitous similarity 
between the corporate names of the plaintiff and 
defendant.” (R. 25) 

This conclusion is based upon the fourteenth finding 

of fact, as follows: 

“Real estate title certificates and title insurance 
policies are obtained principally by real estate 
brokers and lawyers on behalf of their clients and 
by insurance companies, banks, trust companies, 
building associations, and similar financial insti¬ 
tutions investing funds in real estate or real estate 
loans, all of whom are an experienced class, who 
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will not be misled by the similarity of defendant’s 
name to that of the plaintiff. In the District of 
Columbia the demand for title insurance comes 
from the larger financial institutions.” (R. 25) 

And this finding in turn is based upon the testimony 

of the president of defendant company who stated 

“title insurance business comes from groups such as 

real estate agents, lending institutions, loan corres¬ 

pondents for such lending institutions, banks, trust 

companies, building and loan associations—they are 

the chief sources of title business.” (R. 120) 

The same idea concerning the class of people served 

by the plaintiff, as defendant claims, is thus expressed 

in a brief filed by the defendant’s attorneys in the 

court below: “Plaintiff is not entitled to injunctive re¬ 

lief because its services are availed of bv a discrimi- 

nating clientele more interested in the equipment, per¬ 

sonnel and other characteristics than in the name of the 

plaintiff and will therefore not be misled by any for¬ 

tuitous similarity of name.” Both companies, ac¬ 

cording to defendant’s claim, serve the same classes of 

“experienced” persons. But both of them also serve 

the general public. 

It will be noted the court found title certificates and 

title policies are obtained “principally” by the experi¬ 

enced classes named. The witness of the defendant 

upon whose testimony this finding rests, stated that 

the named institutions are the “chief sources of title 

business.” There can be no doubt that those not in¬ 

cluded in “principally” and “chief sources of title 

business” are the general public. Since both compan¬ 

ies are engaged in the same business both serve the 

general public as well as the “experienced” classes 
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mentioned. That the defendant serves the general 

public appears from the testimony of defendants’ pres¬ 

ident who said: “The L. I. C. form used by the plain¬ 

tiff is the same as that used by the defendant, being 

standard mortgagee policy * * * that plaintiff’s Ex¬ 

hibit No. 40, is the form of policy offered (by defen¬ 

dant) to the public in Washington as a limited cover¬ 

age policy.” (R. 126) While the people constituting 

the public may not furnish the greatest amount of busi¬ 

ness to title companies, nevertheless they are entitled 

to protection against the deceptive use of the plain¬ 

tiff’s name, and perhaps to a greater degree than the 
so-called discriminating and experienced concerns. 

Since the injury complained of would be continuing, 

regardless of the fact that it may not be very great, 

equity will afford relief. 

It will be observed the defendant does not indicate 

any purpose to refuse to transact business with the 

general public although it may not qualify, in its opin¬ 

ion, as persons experienced and discriminating and 

who may not be interested in the “equipment, per¬ 

sonnel and other characteristics” (whatever that may 
mean) of the plaintiff or defendant. There are un¬ 

doubtedly many small home owners and small lenders, 

constituting the general public, who need the services 

of a title company. It is not to be assumed that the 

people constituting the general public, who have need 

of a title company, although not discriminating or ex¬ 

perienced, as a whole constitute a class so ignorant 

that they are to be denied protection. When seeking 

the plaintiff such persons may be enticed to the defen¬ 

dant’s place of business through its deceptive use of 
plaintiff’s name, and they may there be assured they 

need an insurance policy as well as an opinion upon 
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the titles of the property owned by them, or they may 

be there assured that a “Guaranty Policy” is better 

than a certificate of title though they are precisely the 

same. 

But even a so-called discriminating institution may 

be misled, as was the United States Housing Authority, 

which we assume would be classed as experienced and 

discriminating, which addressed a communication re¬ 

lating to title business to the plaintiff when intended 

for the defendant. (R. 172) 

Moreover, a discriminating and experienced concern 

apparently needed warning that the defendant’s 

“Guaranty Insurance Policy” was not in fact an in¬ 

surance policy, as one would naturally believe, but 

was merely a certificate of title, limited in liability by 

its so-called insurance provisions, and covering de¬ 

fects in title appearing of record only. (See letter 

dated June 15,1938, from defendant to the Alley Dwell¬ 

ing Authority. (R. 100) 

And that it is possible, even in the defendant’s con¬ 

duct of its title insurance business, to deceive the pub¬ 

lic, unless specially warned, appears from the testi¬ 

mony of defendant’s president, who said: 

“That plaintiff’s Exhibit No. 40, is the form 
of policy offered (by defendant) to the public in 
Washington as a limited coverage policy, after 
issuing an interim binder which directs attention 
to the fact that if a guaranty policy is issued, it is 
a limited coverage and not a full coverage, in order 
that the public may not be deceived.” (R. 126) 

Hence, it is clear that experienced and discrimi¬ 

nating concerns as well as the “public” may be mis¬ 

led. Both plaintiff and defendant serve the general 
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public as well as such experienced concerns. It is well 

known that the general public from time to time require 

the services of a title company, as the Court’s finding 

and defendant’s testimony indicate. We, therefore, 

submit that such persons constituting the general pub¬ 

lic are entitled to protection against the deceptive use 

of the plaintiff’s name, and hence the Court’s conclu¬ 
sion based upon a finding of fact which does not include 

the general public, is unsound. 

CONCLUSION. 

In conclusion we respectfully submit that the plain¬ 

tiff is entitled to protection in the use of its corporate 

name and good will. The record shows the plaintiff 

has been engaged in business in the District of Colum¬ 

bia for more than forty years, where it has been known 

as “Lawyers Title Insurance Company,” or under its 

abbreviated name “Lawyers Title.” Its business rep¬ 

resents a substantial investment. It has been main¬ 

tained as a separate and distinct corporation and has 

been known and referred to as such. The defendant’s 

corporate name is identical, or so closely the same as 

to amount to the same thing for all practical purposes. 

The name by which the defendant refers to itself, 

“Lawyers Title,” is identical. With knowledge that 

there was an existing corporation bearing the same 

name, the defendant opened an office in the same city 

and writhin less than a city block from the plaintiff’s 

place of business for the purpose of engaging in the 

same business as that of the plaintiff. Confusion is 

bound to result and has already resulted. Statements 

of a few selected “discriminating” friends of the de¬ 

fendant that they were not and would not be confused 
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can be given no weight. In this situation, relief should 

be granted the plaintiff. 

“It is almost a matter of course to grant in¬ 
junctive relief where the similarity of names is so 
clearly calculated to deceive the public as in this 
case, especially where the defendant has chosen a 
location so near that of the plaintiff.” 

Bush Terminal Co. v. Bush Terminal Trucking 
Co., 206 N. Y. Supp. 2, 3. 

It does not seem to be reasonable or possible that 

the plaintiff should be denied protection in the use of 

its corporate name after forty years’ use in business, 

against a foreign corporation of the same name which 

has undertaken to open an office in the immediate vicin¬ 

ity of the plaintiff’s establishment, to engage in com¬ 

petition with it. Plaintiff’s right is clear. The relief 

prayed should have been granted. Accordingly, we 

submit, the decree should be reversed. 

Except where otherwise indicated all italics are ours. 
All of which is most respectfully submitted. 

Clarence A. Brandenburg, 

Louis M. Denit, 

Thomas Searing Jackson, 

Attorneys for Plaintiff. 

Brandenburg & Brandenburg, 

Of Counsel. 
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ZHniteb §s>tatt& Court of appeals 
FOR THE DISTRICT OF COLUMBIA 

No. 7329 

Tile Lawyers Title Insurance Company, a Corpora¬ 

tion, Appellant, 

v. 

Lawyers Title Insurance Corporation, a Corporation, 

Appellee. 

BRIE? OF APPELLEE. 

STATEMENT OF CASE. 

By ils Will filed herein, appellant sought to enjoin 

appellee, pctnlenlr life and permanently, from using 

appellee’s corporate name, on the aUeged ground that 

the similarity of names would confuse and mislead ap¬ 

pellant's customers (R. o). 

Appellant's motion for injunction pm.'hutIr lift was 

denied (R. 19). and on final hearing, appellant's bill 

was dismissed (R. 20) on three grounds, namely (i\. 
25-20): 

(a) That appellant has failed to prove that 

there is such a similarity between the names bv 



which it and appellee are known to the public, that 

appellant’s customers will be deceived thereby (it 

being shown that appellant is not known to the 

public as “Lawyers Title Insurance Company”); 

(b) That appellee, in good faith exercising its 

right to use its name, has done all that reasonably 

could be required of it to prevent confusion of 

identity; and 

(c) That appellant’s services are availed of by 

a discriminating clientele, who will not be misled 

bv anv fortuitous similaritv between their corpo- 

rate titles, in any event. 

THE FACTS. 

Reference to the court's findings of fact (R. 19-25) 

will disclose that appellant’s statement of facts (Br. 

4-8) is materially incomplete and contains many in¬ 

correct statements. i 

Examples of material incompleteness are found in 

the failure to mention the many facts stated in the 

second, third, fourth and the last sentences of Finding 

3 (R. 20-21); in Findings 4 or 5 (R. 21); in Finding 7 

(except the fact of defendant's creation in 1925) (R. 

22); in Finding 8 (except the opening and general lo¬ 

cation of appellee’s 'Washington branch office, and a 

partial description of signs thereon) (R. 22-3); in 

Finding 9 ( R. 23); in Finding 10 (R. 23): in Finding 

11 (R. 24); in the last clause of Finding 12 (R. 24); in 

Finding 13 (except for parts only of tin* first, fourth, 

sixth, seventh, and eighth sentences) (R. 24-25): in 

Finding 14; or in Finding 15 (R. 25). 
Examples of material incorrectness are found in the 

statements (Br. 5) that appellant and its associates 



“are entirely separate” and that they conduct busi¬ 

ness in a joint manner “solely for the purpose of issu¬ 

ing certificates” (see Findings 2-5, R. 20-22, to the con¬ 

trary); that (Br. (5) “plaintiff is familiarly known as 

Lawyers Title’ ” (see Finding 6, R. 22, to the con¬ 

trary): that (Br. 6) all certificates and policies are 

signed in the three separate names of appellant and 

its associates (see Finding 3, R. 20, and R. 65-74, 123, 

to the contrary); and that (Br. 7) defendant on one oc¬ 

casion received mail intended for plaintiff (see Find¬ 

ing 12, R. 24, to the contrary). 

The facts found by the court (R. 19-25) may be sum¬ 
marized as follows: 

Appellant is one of three District of Columbia cor¬ 

porations, controlled by a single parent corporation, 

which have jointly engaged in business since 1923 

(Findings 1 and 4). That business has consisted of 

examination of real estate titles, the issuance of title 

certificates, and, to a very limited extent, the insurance 

of such titles (Finding 2). 

Since 1922, appellant has done no such business in 

its corporate name. All such business in which it has 

participated has been done under the designation of 

“The District Title Insurance Company 
The Lawyers Title Insurance Company 
The Washington Title Insurance Company," 

except in some instances where papers have been 

signed “District, Lawyers and Washington Title In¬ 

surance Company.” (Findings 2-4.) 

The advertising, display matter, and forms of this 

group (Finding 3), as well as the arrangement of its 

premises (Finding 5). all show that it is operating as 

a single unit. 



The group is called by the public the “District” or 

“District, Lawyers and Washington” or “D. L. & W.” 

Title, or Title Insurance 'Company, or Companies 

(Finding 6). The appellant is not referred to in busi¬ 

ness circles by its corporate name, and has never ac¬ 

quired a reputation under that name alone (Finding 

6). Although organized in 1896, it bore a different 

name (Lawyers Title and Guaranty Insurance Com¬ 

pany) until less than a month before it ceased inde¬ 

pendent operations (Findings 1 and 2). 

The appellee is a Virginia corporation, organized in 

1925 by a group of lawyers, and since then engaged in 

business alone (Findings 7, 8 and 10). That business 

has consisted of insuring titles to real estate (Find¬ 

ing 7). Its home office has always been at Richmond, 

but it has gradually extended its business until it now 

operates in seventeen states, including the states ad¬ 

jacent to the District of Columbia (Finding 7). It has 

ten branch offices in various localities (Finding 7). It 

was first licensed in the District in 1935 (Finding 7), 

but did not open a branch office there until June 13, 

1938 (Finding 8). It was in the process of the natural 

and logical development of its business that appellee 

opened this branch office (Finding 7). In its advertis¬ 

ing, display matter, forms, telephone listing, and solici¬ 

tation of business, appellee has stressed the fact that 

its home office is in Richmond and that the Washington 

office is a branch office (Findings 8,10, 11 and 13). Its 

name is printed in a distinctive type, unlike the type 

used by appellant's group (Finding 10), and the color 

of its stationery and forms is strikingly different 

(Findings 3 and 10). Its premises, inside and out, 

differ materially from those of appellant’s group 

(Findings 5 and 8). Although its Washington branch 
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office is in the same neighborhood as the building occu¬ 

pied by appellant’s group, appellee did not locate it 

there for the purpose of unfairly diverting business 

from appellant (Finding 9). The location was selected 

because it was near the offices of real estate brokers 

and others having title business (Finding 9). 

Title certificates and insurance policies are obtained 

principally by real estate brokers and lawyers on be¬ 

half of their clients and by insurance companies, 

banks, trust companies, building associations, and 

similar financial institutions, all of whom are of an 

experienced class, who will not be misled by the simi¬ 

larity of the names of appellant and appellee (Find¬ 

ing 314). 

Although a few letters addressed to appellee have 

been delivered to the premises occupied by appellant’s 

group, no mail addressed to or intended for appellant 

has been delivered to appellee (Finding 12). Appel¬ 

lant has not suffered any injury by reason of appellee 

opening its Washington branch office, and there is no 

reasonable probability that appellant will in future 

suffer any injury resulting from confusion of identity 

(Finding 15). 

ARGUMENT. 

Appellant (R. 27) assigns twelve errors of the trial 

court. Assignments 1-5 are of errors of commission 

in the findings of fact. Assignments 6 and 7 are of 

errors of omission therein. Assignment 8 is of error 

in failing to reach a conclusion of law that appellant is 

‘‘entitled to have its corporate name protected from 

invasion or simulation by” appellee. Assignments 

9-12 are only of error in denying the injunction and 

other relief prayed and in dismissing the bill. 
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L 

Appellant’s Assignments of Error as to Findings of 
Fact Are Not Sustained by the Record. 

Assignment 1 asserts error in the alleged finding 

that “the plaintiff did no business as a separate cor¬ 

poration”. The court did not make such a finding. 

What it found (R. 21) was: “All of plaintiff’s busi¬ 

ness with the public is done under the joint name of it 

and its associated companies, and it holds itself out 

to the public as doing only a joint business” (Em¬ 

phasis supplied). The court also found that appellant 

existed as a separate corporation from its associates, 

with officers and directors, that the net profits from the 

joint enterprise were divided between the three corpo¬ 

rations in accordance with their working agreement, 

and that the appellant maintains a separate bank ac¬ 

count from which it pays its taxes, license fees and 

dividends (R. 20-21).* 

Assignment 2 asserts error in the alleged finding 

“that the plaintiff and defendant are not in competi¬ 

tion”. There was no such finding. What the court 

found (Finding 2) was that the business conducted 

jointly by appellant and its associates “has consisted 

of examination of real estate titles, the issuance of 

title certificates, and, to a very limited extent, the in¬ 

surance of such titles”. It also found (Finding 7) 

that appellee “is engaged in the business of insuring 

* Appellant (Br. 10) refers to the record (E. 32-33) to support the 
statement that it engages in business in its corporate name, which state¬ 
ment is later (Br. 27) repeated. But when it comes (Br. 38-39, 42) to 
specify the business so done, it mentions only activities as found by the 
court. 
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titles to real estate, and does not issue title certifi¬ 

cates.”* 

Assignment 3 asserts error in the alleged finding 

that “the business of the plaintiff and defendant is re¬ 

stricted and specialized, not involving the public gen¬ 

erally.” What the court found (Finding 14) was: 

“Real estate title certificates and title insurance poli¬ 

cies are obtained principally by real estate brokers and 

lawyers on behalf of their clients and by insurance 

companies, banks, trust companies, building associa¬ 

tions, and similar financial institutions investing funds 

in real estate or real estate loans * * *. In the Dis¬ 

trict of Columbia the demand for title insurance comes 

from the larger financial institutions.” This finding 

was based upon the undisputed testimony of appellee’s 

president, H. Laurie Smith (R. 120), and of appel¬ 

lant’s president, Arthur G. Bishop (R. 76), and is cor¬ 

roborated by the testimony of appellee’s vice-presi¬ 

dent, Raymond H. Lee (R. 174,176), that appellee con¬ 

fines its solicitation to the classes mentioned. 

Assignment 4 asserts error in the finding that “the 

name of the defendant will not mislead people so that 

they will fail to do business with the plaintiff and its 

two associates.” The court found (Finding 14) that 

•Appellant (Br. 13) argues that appellee’s Guaranty Policy (Pi’s. 
Ex. 40, R. 109) is in reality a certificate of title, like that issue*! by 
appellant’s group (Pi’s. Ex. 3, R. 34). This is an oblique attack on 
the above quoted statement from Finding 7, though the finding is not 
the sub ject of an assignment of error. In any event, it is apparent that 
Plaintiff’s Ex. 3 is a mere certificate or opinion on title, under which 
the certifier’s liability depends entrely upon whether lie has been negli¬ 
gent. Limitation on suit thereunder begins to run upon issuance of the 
certificate. On the other hand, appellee’s Guaranty Policy is an insur¬ 
ance contract; appellee is liable thereunder as an iusurer, without regard 
to negligence; and limitation does not begin to run until loss has been 
suffered by the policyholders. Dundee Mtge. 4’- Ini;. Co. v. Hughes, 20 
Fed. 39; Nat. Svgs. Bk. v. Ward, 100 U. S. 195, 25 L. Ed. 621, 622; 
Note 5 A. L. It. 1380. 
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the persons and institutions principally obtaining title 

certificates and policies “are of an experienced class, 

who will not be misled by the similarity of defendant’s 

name to that of plaintiff”; and also (Finding 15) that 

“the dissimilarity between the building signs, prem¬ 

ises, letterheads and forms used by plaintiff and defen¬ 

dant is so marked that there is no reasonable prob¬ 

ability that plaintiff will in future suffer any injury 

resulting from confusion of identity of plaintiff and 

defendant.” The premises for these conclusions are 

the facts as to appellant and its characteristics and 

practices (Findings 1-5), and the findings as to the ap¬ 

pellee and its contrasting characteristics and prac¬ 

tices (Findings 7-11, 13), in addition to the important 

facts stated in Findings 6 and 12. Nowhere in its brief 

does appellant refer to the record for evidence sup¬ 

porting findings contrary to those which are the sub¬ 

ject matter of this assignment. 

Assignment 5 asserts error in the alleged finding 

“that the plaintiff had suffered no damage and is not 
likelv to suffer damage bv reason of the simulation 

(sic) of the name of the defendant with the name of the 

plaintiff.” The court found (Finding 15): “The evi¬ 

dence does not disclose that plaintiff has suffered any 

injury by reason of defendant opening its Washington 

Branch Office” in addition to making the findings (in 

Findings 14 and 15) referred to supra in the para¬ 
graph immediately above. It also found (Finding 12): 

“Since defendant opened its Washington branch office, 

a number of letters addressed to defendant have been 

delivered to the premises occupied by plaintiff and its 

associated corporations, but no mail addressed to or 

intended for plaintiff has been delivered to defendant.” 

As appellant refers to no evidence supporting a finding 
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that it has been in any manner damaged by appellee 

or which is a basis for a finding that appellant is likely 

to be hereafter so damaged, no further comment is 

made on this assignment. 

Assignment 6. asserts error in failing to find that 

plaintiff has been engaged in business in the District of 

Columbia for more than forty years and “during such 

period was the only Lawyers Title Insurance Company 

in the District of Columbia.” The court found (Find¬ 

ing 1) that appellant was incorporated in 1896 in the 

District of Columbia under the name of Lawyers Title 

& Guaranty Insurance Company, and that it bore that 

name until December 15, 1922, when its name was 

changed to The Lawyers Title Insurance Company; 

also (Finding 2) that since January 1, 1923, “and con¬ 

tinuously to the present time” it has done business 

jointly with its two associates. Appellee is not able to 

find any evidence in the record that during the period 

mentioned appellant was the only “Lawyers Title In¬ 

surance Company in the District of Columbia.” If this 

is a fact, its materiality is not perceived in the light of 

the other fact findings of the court and the evidence on 

which they rested. Appellant refers (Br. 25) to the 

record (R. 90) to support the statement that “Lawyers 

Title” is a name by which it has been familiarly known, 

and states (Br. 38) that there is no testimony that “in 

connection with its individual business” it is not so 

known and addressed. The sole basis for these state¬ 

ments is the statement of Mr. Bishop (R. 90) that “The 

Lawyers Title Insurance Company of the District of 
Columbia has been familiarly called ‘Lawyers Title’ ”, 

and certain letters, checks and envelopes hereinafter 

discussed. 
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Mr. Bishop’s statement (R. 90) was contradicted by 
the testimony of seven witnesses, of whom five were 
entirely disinterested. These witnesses were Mr. 
Smith, whose testimony was supported by a mass of 
documentary proof (R. 123-4), Mr. Lee (R. 174-5), Mr. 
Nicholson and Mr. Warden, real estate operators of 
long experience in the District (R. 178-9, 181), Mr. 
Hugh H. Obear and Mr. Eugene H. McLachlen, local 
attorneys of similar experience (R. ISO, 181), and Mr. 
Howard W. Kaey, Vice-President and General Counsel 
of Acacia Mutual Life Insurance Company (R. 1S3-5). 

Mr. Packard identified 7 envelopes and 22 letters ad¬ 
dressed to him, as Secretary of appellant, or to appel¬ 
lant, and 5 checks payable to appellant (R. 91-3), pre¬ 
sumably for the purpose of establishing that appellant 
is known by its separate corporate name. However, 
of the 22 letters, 17 were written by G. M. Emmerich 
(R. 91), one of appellant’s directors, 2 by a corporation 
of which he was Treasurer, one by James M. Johnston, 
another director of appellant, one by the Treasury De¬ 
partment, and one by one Ruppert. The letters con¬ 
tained in the envelopes were not produced and presum¬ 
ably did not relate to the title business; neither was it 
shown for what purpose any check was given. The 
period covered by these instruments was nearly four 
years, from January 15, 1935, to September 27, 1938. 
During this period, more than 32,000 title transactions 
were handled by appellant and its associates (R. 85). 
It is respectfully submitted that the exhibits in ques¬ 
tion in no wise negative the propriety of the finding 
assigned as error. 

Assignment 7 asserts error in failing to find “as a 
fact that the opening of defendant’s office in the Dis¬ 
trict of Columbia had caused confusion, which confu- 
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sion will likely to continue.” But, as previously shown, 

the court made a finding (Finding 12) which covered 

all of the evidence concerning confusion occurring 

prior to the trial. 

There is reason to think that even the relatively small 
proven confusion (not materially damaging to the ap¬ 

pellant) will now have already ceased, with the postal 

employees generally becoming awrare of the fact of 

appellee having an office in the District of Columbia 

(R. 171), especially since appellee has ordered the list¬ 

ing (R. 173) of itself as ‘‘Lawyers Title Insurance 

Corporation of Richmond, Virginia” in the Washing¬ 

ton telephone directory. Appellant refers to no evi¬ 

dence of further confusion, except that by mistake (Br. 

7) it incorrectly says that the record (R. 172) shows 

appellee received one piece of mail intended for ap¬ 

pellant. 
In Standard Accident Insurance Co. v. Standard S. & 

C. Co., 53 F. (2d) 119,121 (D. C. N. Y.), the court said: 

“Furthermore, the plaintiff proved a number of 
instances of actual confusion, principally involv¬ 
ing misdirected or misdelivered mail. In no case 
did the confusion involve a loss of business to the 
plaintiff. They wTere practically all errors of cler¬ 
ical workers who misdirected mail to the plaintiff 
which should have gone to the defendant, and not 
errors of insurance men who w’ere confused as to 
which company they were dealing with. Consid¬ 
ering the large amount of mail received by both 
companies and the numerous transactions in which 
they participated, I do not find these instances of 
confusion impressive. Many such would occur 
even if the names wrere very dissimilar.” 

In a similar situation the court said in New York 

Trust Co. v. New York County Trust Co., 211 N. Y. 

Supp. 785, 786: 
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“ * * * The very affidavits of plaintiff show 
that a letter intended for defendant has reached 
the plaintiff. This is natural, in view of the new¬ 
ness of defendant’s institution, and I think it is 
safe to assume that in the course of time, when the 
new organization becomes better known to the 
banking public, the likelihood of this confusion 
will utterly vanish.” 

The finding (Finding 15, R. 25) that there is no rea¬ 

sonable probability that appellant will in future suffer 

any injury resulting from confusion of its identity with 

that of the appellee is amply supported by the testi¬ 

mony (1) that appellant is not known to the public as 

“The Lawyers Title Insurance Company” (Finding 

No. 6, R. 22); (2) that appellee has scrupulously re¬ 

frained from doing anything in its advertising, display 

matter, forms, telephone listing, and the solicitation 

of business, which wnuld lead to any confusion of iden¬ 

tity between the parties (Findings 7-13, R. 22-25); and 

(3) that both parties cater to a discriminating and ex¬ 

perienced class of customers who would not be misled 

as to such identify under any circumstances (Finding 

No. 14, R. 25). In connection with the second circum¬ 

stance, the dissimilarity between the premises, adver¬ 

tising and forms of appellant’s group and those of ap¬ 

pellee is apparent from a comparison of Defendant’s 

Exhibit 7 'with Defendant’s Exhibits 7-a, 7-b, and 7-c 

(R. 81-84), the description of the interiors given by Mr. 

Nicholson (R. 178-9) and Mr. Obear (R. 180), and a 

comparison of the original forms issued by each of the 

parties. 
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Conclusion 

We submit, therefore, that every finding of the trial 

court which the appellant attacks is abundantly sup¬ 

ported by the record, and that the record does not sup¬ 

port the assignments of error in failing to make other 

findings than those which were made. 

n. 
Appellant’s Assignment of Error in the Failure to 

Reach a Conclusion cf Law that “The Plaintiff 

Was Entitled to Have Its Corporate Name Pro¬ 

tected from Invasion or Simulation by the De¬ 

fendant.” 

Assignment 8 (R. 27) seems to be based on the erro¬ 

neous view that, no matter what may be the attendant 

circumstances, one has no right to engage in a par¬ 

ticular business in his owm name if there is another 

person of the same name in the same locality. But, as 

appellee will show, such is not the law even though the 

other person is already engaged in such business, and 

is engaged therein in his own name (instead of being 

engaged therein only as a part of the “District”, “Dis¬ 

trict, Lawyers and Washington”, or “D. L. & W.” 
group, as the appellant is). 

There are at least three limitations upon the right 

(incorrectly asserted by appellant to be an unqualified 

right in equity) of the possessor of a corporate name 

to be protected in its exclusive appropriation. These 

were the bases (R. 25) of the trial court’s three con¬ 

clusions of law. Thus (conclusion 1) if the name by 

which the plaintiff is known to the public is different 

from its corporate name, only the former and not the 
latter will be protected: and an equity court will limit 
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the protection of the name by which the plaintiff is 

known to the public by requiring only such measures 

as are necessary to prevent deception of plaintiff’s 

customers and diversion of their business to defendant. 

In other words, it is not the name, but the business con¬ 

ducted under the name, which is the subject of protec¬ 

tion. Also, if the defendant (conclusion 2) is in good 

faith exercising the right to use its own name and has 

done all that could reasonably be required of it to pre¬ 

vent confusion, an equity court will take no action what¬ 

ever against the defendant. And (conclusion 3) when 

the services of plaintiff and defendant are availed of 

by a discriminating clientele, who will not be misled by 

a fortuitous similarity of names, an equity court will 

take no action against defendant. 

(a) Mere similarity or identity of names is not suffi¬ 
cient basis for injunction. 

As one of the leading text writers on the subject has 

said: “The probability of injury resulting from the 

use of the two names is the test to be applied by the 

court for the purpose of deciding whether or not the 

names will conflict.” Nims, “Unfair Competition and 

Trade-Marks”, 3d ed., p. 273. The same writer says 

(P- 37): 

“There are but two questions to be answered: 
(1) Has the plaintiff lost custom, or is there any 
reasonable possibility that he may lose custom? 
(2) Is such loss through acts of another which a 
court of equity wx>uld consider unfair?” 

The author’s statements are abundantly justified by 

the decided cases. In Singer Mfg. Co. v. June Mfg. Co., 
(1896) 163 U. S. 169, 187, 41 L. Ed. 118, 125, the court 
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characterized the following as a statement of a well 

settled doctrine: 

“Everyone has the absolute right to use his own 
name honestly in his own business, even though he 
may thereby incidentally interfere with and in¬ 
jure the business of another having the same name. 
In such case the inconvenience or loss to which 
those having a common right are subjected is 
damnum absque injuria. But although he may 
thus use his name, he cannot resort to any artifice 
or do any act calculated to mislead the public as 
to the identity of the business firm or establish¬ 
ment, or of the article produced by them, and thus 
produce injury to the other beyond that which re¬ 
sults from the similarity of name.” 

The court said that, although the above rule existed, 

yet: 

“Where the name is one which has previously 
thereto come to indicate the source of manufacture 
of particular devices, the use of such name by an¬ 
other, unaccompanied with any precaution or in¬ 
dication, in itself amounts to an artifice calculated 
to produce the deception alluded to in the forego¬ 
ing adjudications.” 

In Howe Scale Co. v. Wyckoff, Seamans <& Benedict, 

(1904) 198 U. S. 118,135-6, 49 L. Ed. 972, 984, the court 

approved the doctrine and its qualification as above 
quoted. 

The question was again discussed in L. E. Water¬ 

man Co. v. Modern Pen Co., (1914) 235 U. S. 88, 95, 

59 L. Ed. 142, 146. In that case, the lower courts had 

found that the defendant had used the name “Water¬ 

man” (not its own) in such a way as to mislead the 

public and to interfere with plaintiff’s rights, and had 
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required it to qualify its use of the name in such a way 

as to avoid this result. Defendant contended that it 

had the unrestricted right to use the name because it 

was the surname of a partner in an alleged firm which 

was claimed to act as its selling agent. Defendant re¬ 

lied upon the language in the Howe Scale Co. case, 

supra, and others, but the court said: 

“But, whatever generality of expression there 
may have been in the earlier cases, it now is estab¬ 
lished that when the use of his own name upon 
his goods by a later competitor will and does lead 
the public to understand that those goods are the 
product of a concern already established and well 
known under that name, and when the profit of the 
confusion is known to, and, if that be material, is 
intended by, the later man, the law will require 
him to take reasonable precautions to prevent the 
mistake * * *. There is no distinction between 
corporations and natural persons in the principle, 
which is to prevent a fraud.” 

In American Steel Foundries v. Robertson, 269 U. S. 

371 (1925) [a trade-mark case several times (Br. 19, 

30, 33) referred to and quoted from by ajjpellant], the 

court clearly pointed out that the right on which appel¬ 

lant relies is not a right in a mere corporate name, but 

is only a right to prevent a person from passing off his 

goods or business as the goods or business of the com¬ 

plaining party. At page 380, the court said: 

“There is no property in a trade-mark apart 
from the business or trade in connection with 
which it is employed. • # * ‘The law of trade¬ 
marks is but a part of the broader law of unfair 
competition’ (ibid.), the general purpose of 
which is to prevent one person from passing off 
his goods or his business as the goods or business 
of another. 
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“Whether the name of a corporation is to be re¬ 
garded as a trade-mark, a trade name, or both, is 
not entirely clear under the decisions. To some 
extent the two terms overlap, but there is a dif¬ 
ference more or less definitely recognized, which 
is, that, generally speaking, the former is applica¬ 
ble to the vendible commodity to which it is affixed, 
the latter to a business and its good will. See Ball 
v. Broadway Bazaar, 194 N. Y. 429, 434, 435, 87 
N. E. 674. A corporate name seems to fall more 
appropriately into the latter class. But the pre¬ 
cise difference is not often material, since the law 
affords protection against its appropriation in 
either view upon the same fundamental princi¬ 
ples.” 

The language incorrectly considered by appellant to 
furnish a basis for Assignment 8, to wit: “The effect 
of assuming a corporate name by a corporation under 
the law of its creation is to exclusively appropriate that 
name,’’ immediately followed the language just quoted. 
That the statement by the court was not intended to 
have the significance imputed to it by appellant is fur¬ 
ther shown by the quotation of Judge Deadv’s remarks 
in Neivby v. Oregon C. R. Co. (Br. 19). 

The additional remarks of the court (p. 380) again 
confirm appellee’s view that it is not a naked corpo¬ 
rate name which equity will protect, but only the right 
of a person to be protected from use of the same name 
by another in a manner producing confusion of iden¬ 

tity and injury. The court said (p. 381): 

“The general doctrine is that equity not only 
will enjoin the appropriation and use of a trade¬ 
mark or trade name where it is completely identical 
with the name of the corporation, but will enjoin 
such appropriation and use where the resemblance 
is so close as to be likely to produce confusion as 
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to such identity, to the injury of the corporation 
to which the name belongs.” 

Again (p. 384) the court confirms what appellee has 
said, by quoting with approval the following language 
of the Commissioner of Patents in Simplex Electric 

Heating Co. v. Ramey Co.: 

“The word involved in this case is one of a large 
class of words which have for a great many years 
been much used because of their peculiarly sug¬ 
gestive meaning. * * * It would be a serious 
matter if the law actually permitted anyone who 
chose to do so to organize a series of corporations 
with names containing these words, respectively, 
and thereupon virtually withdraw these words 
from public use as trade-marks and monopolize 
them by preventing their registry as such.” 

It will be seen from the foregoing that all of the de¬ 
cisions of the Supreme Court support appellee’s view 
that mere similarity of names is not sufficient basis for 
injunction. It is not surprising that the decisions of 
the Court of Appeals for the District of Columbia are 
to the same effect. 

In Original La Tosca Social Club v. La Tosca Social 

Club, 23 App. D. C. 96,104, 106, this court said: 

“The principle * * * upon which the courts 
proceed in restraining the simulation of trade or 
business names * * * is not that there is property 
acquired in the word or name employed, but it is to 
prevent fraud and deception in the dealing with 
the party charged with the simulation or infringe¬ 
ment of the name used by another in a similar 
business. 
# * » ' # » • « 
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“There is no right to the injunction, merely 
from the similarity of names; there must be injury 
shown to result therefrom.” (Emphasis supplied) 

In Grand Lodge v. Grbnshaw, 34 App. D. C. 383, 385, 
the rule was again stated in the following language: 

“The principle upon which courts of equity pro¬ 
ceed in restraining the simulation of names is not 
that there is property acquired by one party in the 
name, but to prevent fraud and deception in the 
dealing with the party charged with the simula¬ 
tion of a name used by another in a similar busi¬ 
ness or manufacture.” 

There are numerous expressions by other Federal 
courts to the same effect. 

In Fidelity Bond & Mortgage Co. v. Fidelity Mort¬ 

gage Co., 12 F. (2d) 582 (C. C. A. 6th, 1926), plaintiff 
was a Missouri corporation and defendant was an 
Ohio corporation, each of which was engaged in selling 
securities throughout the United States and advertised 
in publications with national circulation. At page 584, 
586, the court said: 

“The appellee mortgage company has done ab¬ 
solutely nothing to cause appellant’s would-be cus¬ 
tomers to think that in purchasing its securities 
they were purchasing appellant’s, beyond continu¬ 
ing to use its old name with the word ‘Fidelity’ in 
it, when it broadened its field of operation. 

• •#•##*• 
“It has never been held, so far as we are aware, 

that one has no right to engage in a particular 
business in his own name, because another of the 
same name is already engaged in such business in 
his name. The most that has been held is that cir¬ 
cumstances may be such that he should prevent his 
goods being confused wdth those of the other, by 
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explaining in some way that they are his goods, 
and not the goods of such other person. 

• # # • i • * • * 
“The most that it could claim is that the appel¬ 

lee mortgage company should take pains so to ex¬ 
plain its business that customers for investment 
securities would understand that its securities are 
not those of the appellant.” 

Other cases giving expression to this general prin¬ 
ciple (in addition to those hereinafter discussed) are 
set out in the footnote.* 

In the case at bar, the distinguishing word “Law¬ 
yers” in appellant’s name is the word which it seeks 
to appropriate exclusively to itself. But it is seen (B. 
171) that the word is the distinguishing one in the 
names of numerous title and other financial companies, 
with headquarters in various localities. Federal cases 
where the attempted exclusive appropriation of a word 
of that type was unsuccessful, and the general and 
prevalent use of the word was among the grounds of 
decision, include Continental Insurance Co. v. Conti¬ 

nental Fire Association, 96 Fed. 846, affirmed 101 Fed. 
255 (C. C. A. 5), and Standard Accident Insurance Co. 

v. Standard Surety <& Casualty Co., supra. 

Philadelphia Trust, Safe Deposit <& Insurance Co. 

v. Philadelphia Trust Co., 123 Fed. 534 (D. C. Del.), 
furnishes an interesting demonstration that it is only 
the business and never the name which is the subject 

* W. ft H. Walker, Inc. v. Walker Bros. Co.. 271 Fed. 3D5 (C. C. 
A. 1); Fidelity Bond ft Mortgage Co. v. Fidelity Bond ft Mortgage Co., 
37 F. (2d) 99 (C. C. A. 3): Middletown Trust Co. v. Middletown Na¬ 
tional Bank ft Trust Co., 110 Conn. 13, 147 Atl. 22; Deistcr v. Dcistcr, 
G3 Tnd. App. 412. 112 N. E. 906; American Waltham Watch Co. v. U. S. 
Watch Co., 173 Mass. S3, 53 X. E. 141; Central Auto. Ins. Co. v. Cen¬ 
tral Mut. Ins. Co., 275 Mich. 354, 267 X. W. 733; Eastern Const. Co. v. 
Eastern Eng. Corp.. 246 X. Y. 459, 159 X. E. 397; Columbia Eng. Works 
v. Mallory, 73 Or. 542, 147 Pac. 542. 
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of equity protection in cases of this sort. There, Phila¬ 
delphia Trust, Safe Deposit & Insurance Company, a 
Pennsylvania corporation, successfully sought injunc¬ 
tion against Philadelphia Trust Company, a Delaware 
corporation, from doing business in defendant’s own 
corporate name, “Philadelphia Trust Company,” in 
its own state of Delaware. The proof was that, while 
plaintiff’s lengthy corporate name was different, it was 
generally known and commonly called “Philadelphia 
Trust Company” in Delaware and elsewhere. To sup¬ 
port his holding, the chancellor (p. 542) quoted Giffard, 
L. J., in Lee v. Jlaley, L. R. 5 Ch. App. Cases 154, in 
part as follows: 

“I quite agree that they have no property in the 
name, but the principle upon which the cases on 
this subject proceed is, not that there is property 
in the word, but that it is a fraud on a person who 
has established a trade, and carries it on under a 
given name, that some other person shall assume 
the same name, or the same name with a slight 
alteration, in such a way as to induce persons to 
deal with him in the belief that they are dealing 
with the person who has given a reputation to the 
name. ’ ’ 

The State court decisions are to the same effect. In 
International Trust Co. v. International Loan & Trust 

Co., 153 Mass. 271, 276, 26 N. E. 693, 965, it was said: 

“On the other hand, even if the corporate name 
of a foreign corporation was the same or nearly 
identical with that of a domestic corporation, yet 
[if] it did not carry on its business under such 
name but under a different and dissimilar one, 
there would seem to be no reason why it should be 
enjoined. No harm would be done, and nobody 
would suffer.” 
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The reasoning, thus adapted to a situation the con¬ 
verse of that involved in the instant case, is equally 
applicable to the case at bar. In that case, the defen¬ 
dant was required to do only what appellee is proven 
consistently to have done in the case at bar. It was 
required to add “of Kansas City, Mo.” after its name, 
as appellee adds “Home Office, Richmond, Va.” wher¬ 
ever it uses its name. On this condition, the contin¬ 
uance of the use of the name was permitted. The same 
holding was made in Farmers Loan d Trust Co. v. 
Fanners Loan d Trust Co.. 21 Abb. (N. Y.) 104,1 N. Y. 
Supp. 44, where the defendant was required to add “of 
Kansas” to its name. Again, in Peerless Laundry Co., 

Inc. v. Peerless Service Laundry Inc., Ill N. J. Eq. 221, 
161 Atl. 832, defendant was permitted to use its own 
name, the only condition being the prefixing of the 
name of its place of origin. 

In Federal Securities Co. v. Federal Securities Cor¬ 

poration, 129 Ore. 375, 276 Pac. 1100, the defendant, on 
opening its office, added the phrase “of Illinois” to its 
name, and in other ways sought to distinguish itself 
from the local plaintiff. An injunction was refused. 

Many of the cases cited by appellant recognize the 
general rule that there must be deception and conse¬ 
quent injury, actual or reasonably prospective, to the 
party complaining: 

Finchley v. Finchly (Br. 16), 40 F. (2d) 736, 
73S. 

Florence Mfg. Co. v. J. C. Doivd d Co. (Br. 16), 
17S Fed. 73, 75, 76. 

Higqins v. Higgins Soap Co. (Br. 18), 144 N. Y. 
462, 468-9. 

Atlas Assurance Co. v. Atlas Ins. Co. (Br. 22), 
138 Iowa 228, 235. 

Holmes v. Holmes (Br. 22), 37 Conn. 278, 295. 
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Celluloid Mfg. Co. v. Cellonite Mfg. Co. (Br. 29), 
32 Fed. 94, 97. 

Red Polled Cattle Club v. Red Polled Cattle Club 
(Br. 32), 108 Iowa 105, 108. 

Merchants Det. Asso. v. Detective Merc. Agency 
(Br. 32), 25 Ill. App. 250, 259. 

Cleveland Opera Co. v. Cleveland Civic Opera 
Ass’n, Inc. (Br. 11), 22 Ohio App. 400. 

(b) Where the name by which plaintiff is known to 
the public is different from its corporate name, the 
latter will not be protected; and its actual trade 
name will be protected only to the extent neces¬ 
sary to prevent deception of its customers and di¬ 
version of their trade. 

The courts will enjoin, upon a proper showing of in¬ 
jury, the use of a corporate name deceptively like the 
name by which a plaintiff is known to its customers, 
even though that trade name be different from its ac¬ 
tual name. This was the basis of the court’s decision 
in Higgins v. Higgins Soap Co., supra, (a case much 
relied upon by appellant), where plaintiff’s actual 
name was “Charles S. Higgins Company” but it was 
popularly known as “Higgins Soap Company”. The 
same rule was applied in Philadelphia Trust, Safe De¬ 

posit and Insurance Co. v. Philadelphia Trust Co., 

supra. 

As heretofore pointed out, these decisions rest upon 
the rule that it is the business and not the name which 
is entitled to protection. It follows, as a corrollary to 
the reasoning of the last two cases that, if defendant’s 
name is not deceptively like plaintiff’s trade name, 
even though identical with its actual name, defendant 
should not be enjoined from using its name, because 
plaintiff’s business cannot be injured thereby. 
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On the same broad principle, where the defendant’s 
actual name is confusingly similar to plaintiff’s, if de¬ 
fendant actually does business under a different and 
distinguishing name, plaintiff may not prevent it. 
This was the situation in Federal Securities Co. v. Fed¬ 

eral Securities Co., supra, in which injunction was de¬ 
nied. 

On the same theory, in the cases of Peerless Laun¬ 

dry Co., Inc. v. Peerless Service Laundry, Inc., supra, 

Farmers Loan & Trust Co. v. Farmers Loan & Trust 

Co., supra, International Trust Co. v. International L. 

& T. Co., supra, L. E. Waterman Co. v. Modern Pen Co., 

supra, and Gleaves v. Fisliburn Co., 82 F. (2d) 627 (C. 
C. A. 5), each of the defendants was permitted to con¬ 
tinue to use its name on condition that it add thereto 
in its signs and advertising sufficient explanatory 
words to avoid deception. 

Applying the principle of these decisions to the case 
at bar, we submit that the injunction was properly de¬ 
nied, first, because appellant is not known to its cus¬ 
tomers as “The Lawyers Title Insurance Company*' 
and so they could not be deceived by appellee’s name, 
and, second, because appellee has added to its name, 
in its display matter, forms and letterheads, the ex¬ 
planation that its home office is in Richmond and the 
local office is a branch office. This is all that equity 
requires of it 

Appellant’s position on these two points is a cate¬ 
gorical denial of the first, which we have already dis¬ 
cussed (supra, pp. 9-10) and, as to the second, the cita¬ 
tion (Br. 36) of Standard Oil Co. of Colo. v. Standard 

Oil Co., 72 F. (2d) 524, and Standard Oil Co. of N. M. 

v. Standard Oil Co. of Calif., 56 F. (2d) 973. How¬ 
ever, each of those cases was decided primarily on the 
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ground that the proof showed that “Standard Oil” had 
acquired a secondary meaning, as being descriptive of 
the plaintiff’s product. In the former case, the deci¬ 
sion also rested partly on the ground (p. 527) that the 
chancellor’s decision, based on conflicting evidence, 
was presumptively correct and should not be disturbed 
in the absence of a showing of serious mistake. In 
each case, the defendant was a newly organized corpo¬ 
ration which had not yet begun business and, therefore, 
was not seriously affected by the requirement that it 
change its name. Each of these circumstances distin¬ 
guishes these cases from the case at bar. 

(c) Where the defendant, in good faith exercising the 
right to use its own name, has done all that reason¬ 
ably could be required of it to prevent confusion, 
an equity court will take no action against it. 

In this case, even if the parties wTere doing business 
with the undiscriminating, it will be seen that the ap¬ 
pellee has been very diligent in keeping before the pub¬ 
lic the separateness of its identity from that of appel¬ 
lant’s organization. The selection of appellee’s name 
was made in good faith, fourteen years ago (Finding 
7, R. 22). A comparison of the photographs of appel¬ 
lee’s Washington branch office (Def’s. Ex. 7, R. 81) 
with the photographs of the premises occupied by ap¬ 
pellant’s group (Def’s. Exs. 7-a, 7-b and 7-c, R. 82-84), 
and a comparison of the forms, letterheads and adver¬ 
tising of the parties (Pi’s. Exs. 3-7, R. 34, 35, 36, 37, 39 
and 45; Def’s. Exs. 2, 4, 6,16-c, 16-d, 16-e, 16-f and 16-g, 
R. 65, 75, 7S-79, 141, 144, 149, 153, 155) will show that 
the appellee has consistently given prominence to the 
fact that it is a Richmond, Virginia, corporation and 
that this is one of a number of branch offices operated 
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by it. The difference in color, style and make-up of its 
letter-heads, forms and advertising from those of ap¬ 
pellant’s group is so striking that no reasonable person 
could believe that they represent the product of the 
same company. 

Appellant argues (Br. 20-26) that the question of 
appellee’s good faith is immaterial, and cites several 
cases as supporting this view. It has been said by 
writers on the subject that this is the doctrine pre¬ 
vailing in the English courts, but that it is not in ac¬ 
cord with the views of our Supreme Court. Nims, 

swpra, p. 891; 4 L. R. A. (N. S.) 961, and cases cited.* 
Be this as it may, however, in the case of L. E. Water¬ 

man Co. v. Modern Pen Co., supra, the Supreme 
Court made it clear that where a newcomer has a name 
so confusingly similar to that of an older concern that 
the public may be misled, to the detriment of the older 
concern, the law simply requires the newcomer “to 
take reasonable precautions to prevent the mistake.” 

In International Trust Co. v. International Loan & 

Trust Co., supra, all that the court required of defen¬ 
dant was that it add “of Kansas City” to its name. 
In the Peerless Laundry Company case, supra, the 
defendant was simply required to add to its name the 
name of its place of origin. The same was true in the 
Farmers Loan £ Trust Company case, supra. As al¬ 
ready stated, the court denied an injunction in the 
Federal Securities Co. case, supra, because the defen¬ 
dant habitually stated its place of origin after its 
name. 

• Even in England, however, the existence of a fraudulent intent has 
an important bearing upon the question of the necessity of proving dam¬ 
age. Where there is no such fraudulent intent, the burden of proving 
damages is a heavy one, because “the court must take care not to ex¬ 
ercise its jurisdiction so as to confer upon the plaintiff company a 
monopoly greater than that to which it is entitled.” Soc. of Motor 
Mfrs. <$• Traders v. Motor Mfrs. Ijr Traders Mutual Ins., Co. (i925), 1 
Ch. (Eng.) 675-C. A. 
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It appears (Findings 7, 8, 10 and 13) that appellee 
has voluntarily done all that the court required in the 
first three cases cited in the preceding paragraph, and 
has taken those “reasonable precautions to prevent 
the mistake” which were found a sufficient defense in 
the last case cited. The trial court, therefore, was 
fully justified in holding, on this ground alone, that 
the injunction should be denied. 

(d) Where the services of plaintiff and defendant are 
availed of by a discriminating clientele, who will 
not be misled by any fortuitous similarity of 
names, an equity court will take no action against 
defendant. 

As is apparent from a glance at the cases cited by 
appellant, all of the cases in which a corporation has 
been enjoined from doing business under its corporate 
title involve situations where the court found as a fact, 
from evidence adduced, or the defendant admitted by 
demurrer or motion to dismiss, that the defendant’s 
operations would result in deception of plaintiff’s cus¬ 
tomers and unfair diversion of trade to the defendant 
which was intended for the plaintiff. In most of these 
cases, mercantile or manufacturing establishments 
were involved, where the business “offers itself to all 
comers, most of whom will respond to similarity and 
not investigate identity * • • where the articles are 
commonplace and are purchased without a careful 
scrutiny of the identity of the vendor, like clothing, 
soap, bricks, or a barber’s services.” Federal Securi¬ 

ties Company v. Federal Securities Corporation, supra. 

However, in all the cases where it has appeared that 
the corporations involved deal with an educated and 
discriminating clientele, more interested in personnel 
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than in the name of the institution, and who are thor¬ 
oughly familiar with the identity of the competing cor¬ 
porations, mere similarity of names is of no particular 
consequence. Injunction was denied on this ground in 
the Federal Securities Company case, supra, as well as 
the following cases: 

Continental Insurance Company v. Continental Fire 

Association, supra, p. 256, where the Court of Appeals 
said: 

“Both companies do business in the state of 
Texas mainly if not entirely through local agents, 
who are well informed as to the business, charac¬ 
ter, strength and location of the insurance com¬ 
panies doing business in that territory and they 
are little likely to be deceived in the names used 
by the different companies.” 

Standard Accident Insurance Company v. Standard 

Surety & Fidelity Company, supra, pp. 120-121, where 
the court said: 

“In determining the effect of this similarity, due 
weight should be given to the system employed 
by casualty and surety companies in getting busi¬ 
ness. Unlike the life insurance companies, they 
make no direct appeal to the general public. The 
applications are brought to them by brokers or 
agents who have generally secured the business 
without regard to the company in which it is to 
be placed. * # * The brokers, agents and insurance 
managers who actually decide in what company to 
place the business are sufficiently familiar with 
the personnel, location, etc., of the various com¬ 
panies that they could not be misled by mere simi¬ 
larity of names as the general public would be.” 

Central Automobile Ins. Co. v. Central Mutual Ins. 

Co., supra, where the court said (p. 560): 
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“There is probably greater latitude allowed to 
banks and insurance companies in the similarity 
of corporate names than in the case of ordinary 
mercantile corporations.” 

Deister v. Deister, supra, pp. 422-3, where the court 
said: 

“The facts found by the court disclosed that ap¬ 
pellees took the necessary precaution in the dis¬ 
position of the mining machinery made by appellee 
company to notify the trade that it was a separate 
concern from appellant company, especially in 
view of the fact that the court found that its arti¬ 
cles of property were not disposed of to those 
likely to be deceived * * *.” 

In the case of Eastern Construction Company v. 
Eastern Engineering Company, supra, pp. 464-5, the 
court said: 

“The defendant does not seek the patronage of 
the wayfarer whose purchases are often dictated 
by hasty impression rather than inspection and 
consideration. * * * The value of the plaintiff’s 
reputation and good will is not shown to be ma¬ 
terially decreased by possible confusion. # * # 
Reasonable probability of loss of business by the 
plaintiff, which constitutes the ground for the in¬ 
tervention of a court of equity, is wanting.” 

To the same effect is Scott Stamp <& Coin Company 

v. J. W. Scott, Ltd., 15 N. Y. Supp. 325, where the court 
found that the parties dealt principally with large col¬ 
lectors who were well acquainted with the trade, al¬ 
though a part of their business was done with the un¬ 
discriminating. 
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(e) None of the decisions cited by appellant is applica¬ 
ble to the facts presented in this case. 

Appellant has cited numerous cases wherein the use 
of a corporate name has been enjoined or limited by 
the courts, but we submit that none of these decisions 
is applicable to the facts presented in the instant case. 
An examination of these cases shows that they in¬ 
volved one or more of the following circumstances, 
none of which is present in the instant case: 

1. Deliberate, intentional misrepresentation of iden¬ 
tity, for purpose of passing off defendant’s goods as 
those of plaintiff: 

British American Tobacco Co. v. British Amer¬ 
ican Cigar Co., 211 Fed. 933. 

Celluloid Mfq. Co. v. Cellonite Mfg. Co., 32 Fed. 
94. 

Finchley, Inc. v. Finchly Co., 40 F. (2d) 736. 
International Silver Co. v. Rogers Cory., 66 

N. J. Eq. 119. 
Red Polled Cattle Club v. Red Polled Cattle 

Club, 108 Iowa 105. 
Standard Oil Co. of Colo. v. Standard Oil Co., 

72 F. (2d) 524. 

2. Use of name coupled with a trade-mark, device, 
package or container deceptively like that of plaintiff: 

Atlas Assurance Co. v. Atlas Ins. Co., 138 Iowa 
228, 235. 

Cap-e May Yacht Club v. Cape May Yacht and 
Country Club, 81 N. J. Eq. 454. 

Finchley, Inc. v. Finchly Co., supra. 
Florence Mfg. Co. v. Dowd, 178 Fed. 73. 
Wisconsin Elec. Co. v. Dumore Co., 35 F. (2d) 

555. 
Buick Motor Co. v. Buick Used Car Exch., 229 

N. Y. S. 219. 
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3. Business involving manufacture or sale of com¬ 
monplace articles or services to the general public, 
where the parties “seek the patronage of the casual 
wavfarer”: 

Amer. Clay Mfg. Co. v. Amor. Clay Mfg. Co., 
198 Pa. 189. 

British American Tobacco Co. v. British Amer¬ 
ican Cigar Co., supra. 

Buick Motor Co. v. Buick Used Car Exch., supra. 
Celluloid Mfg. Co. v. Cellonite Mfg. Co., supra. 
Finchley, Inc. v. Finchly Co., supra. 
Florence Mfg. Co. v. Dowd, supra. 
Higgins Co. v. Higgins Soap Co., 144 N. Y. 462. 
Holmes v. Holmes, 37 Conn. 278. 
International Silver Co. v. Rogers Corp., supra. 
Long’s Hat Stores Corp. v. Long’s Clothes, 224 

App. Div. (N. Y.) 497. 
Martell v. St. Francis Hotel Co., 51 Wash. 375. 
Nesne v. Sundet, 93 Minn. 299. 
Standard Oil Co. of Colo. v. Standard Oil Co., 

supra. 

4. Actual and substantial confusion of identity, mis¬ 
delivery of goods, etc., resulting in injury to plaintiff, 
or the certainty that such injury would result in the fu¬ 
ture: 

American Clay Mfg. Co. v. Amer. Clay Mfg. Co., 
supra. 

Cleveland Opera Co. v. Cleveland Civic Opera 
Ass’n, Inc., 22 Ohio App. 400. 

Higgins Co. v. Higgins Soap Co., supra. 
Holmes v. Holmes, supra. 
Martell v. St. Francis Hotel Co., supra. 
Merchants Detective Ass’n v. Detective Mer¬ 

cantile Agency, 25 HI. App. 250. 
Nesne v. Sundet, supra. 
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5. Where bill alleged injury, and defendant de¬ 
murred, so that on appeal the injury was an admitted 
fact: 

Grand Lodge v. Grand Lodge, 174 Ala. 395. 
Fort Pitt B. & L. Ass’n v. Model Plan B. & L. 

Ass’n, 159 Pa. 308. 

6. Where plaintiff’s name had acquired a secondary 
meaning as designating the goods produced by it: 

Standard Oil Co. of Colo. v. Standard Oil Co., 
supra. 

Standard Oil Co. of N. M. v. Standard Oil Co. 
of Calif., 56 F. (2d) 973. 

Wisconsin Elec. Co. v. Bum ore, s upra. 

7. Trial court’s findings supported by the evidence, 
and decision affirmed on that ground: 

Standard Oil Co. of Colo. v. Standard Oil Co., 
supra. 

8. WTiere court was simply enforcing contract be¬ 
tween the parties, under which defendant had agreed 
to add explanatory matter to its name: 

Buick Motor Car Co,, v. Buick Used Car Exch., 
supra. 

9. Where defendant was a newly-organized corpora¬ 
tion, or had recently changed its name to one resem¬ 
bling plaintiff’s, and defendant offered no explanation 
or justification of its choice of name: 

Bush Terminal Co. v. Bush Terminal Trucking 
Co., 206 N. Y. S. 2. 

Long’s Hat Stores Corp. v. Long’s Clothes, 
supra. 
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Celluloid Mfg. Co. v. Cdlonite Mfg. Co., supra. 
Nesne v. Sundet, supra. 

In every case cited by appellant, therefore, where 
injunction against the use of a corporate name was 
granted, the court found, on adequate evidence, that 
injury to the plaintiff had resulted or was likely to 
result in the future. In none of these cases did the 
court find that mere identity of names entitled plain¬ 
tiff to the injunction, in the absence of a showing of 
actual or probable injury. 

m. 
The Ultimate Question is One of Fact, and the Trial 

Court’s Decision Should Not Be Set Aside Unless 
Clearly Contrary to the Evidence. 

In all cases of this kind, judicial intervention de¬ 
pends upon the facts proved and found. As this court 
said in Original LaTosca Social Club v. LaTosca So¬ 

cial Club, supra, pp. 105, 106: 

“The authorities all concur in holding to the 
general principle that whether the court will inter¬ 
fere by injunction in this class of cases must de¬ 
pend upon the circumstances of the particular 
case; the identity or similarity of the names; the 
identity of the business of the respective parties 
or corporations; how far the name is a true de¬ 
scription of the kind and nature of the business 
carried on; the extent of the confusion which may 
be created or justly apprehended, and other cir¬ 
cumstances which might justly influence the judg¬ 
ment of the judge in granting or withholding the 
remedy by injunction. Chas. S. Higgins Co., v. 
Higgins Soap Co., 144 N. Y. 462, 27 L. R. A. 42, 
43 Am. St. Rep. 769, 39 N. E. 490. It is only in 
plain cases of wrong and mischief that the court 
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will be disposed to apply the strong remedy by 
injunction to restrain the use of a name. The 
business operations of a party or corporation 
should not be restrained upon mere speculative or 
possible injury, because of the use of a particular 
name claimed* by another. The injury must be 
shown to be real, and such as a court of equity, 
upon principles of justice, will interpose to pre¬ 
vent. 

* # * 

“There is no right to the injunction, merely 
from the similarity of names; there must be in¬ 
jury shown to result therefrom.” 

The ultimate question of whether the resemblance 
is likely to produce such confusion of identity as to re¬ 
sult in damage to plaintiff is a question of fact, which 
must be answered after weighing the evidence on these 
underlying factors. ■ 

In the court below, one judge denied the application 
for a preliminary injunction (R. 19), and another 
judge, after hearing and weighing the testimony of 
numerous witnesses, decided this ultimate question of 
fact against the appellant. That decision is presump¬ 
tively correct, and should stand unless shown to be 
clearly wrong. No such showing, we submit, has been 
made in this case. 

The decision below should be affirmed. 

Respectfully submitted, 

Andrew D. Christian, 

H. Cecil Kilpatrick, 

Attorneys for Appellee. 

Christian, Barton & Parker, 

Underwood, Mills & Kilpatrick, 

Of Counsel. 
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FOR THE DISTRICT OF COLUMBIA. 

t os. ><» 

I'nk Lawykiis Titlk Insukanck Company, a Corpora- 

t ion, .11>[X'lhint, 

v. 

Thk Lawykus rrrn.K Insi iianok Coupon vi ion, a Corpo¬ 

ration, .1 /iprllrr. 

APPELLANT’S REPLY BRIEF. 

In our main brie! (p. 2S) we stated, and uv believe 

our statement is correct, that an analysis of the vari¬ 

ous cases dealing with corporate names, will show they 

may be divided into three classes, lirst. those, in which 

the names are identical: second, those in which "the 

resemblance is >o close as to be likely to produce con¬ 

fusion as to such identity’'; and third, those in which 

the names have some similarity but are not so clearly 



alike as to raise the presumption of eonfusion ami in 

jurw ami are known as eases j*>t' unfair competition. 

W’e repeat this statement to emphasize the laet that 

with few exeeptioiis the cases cited hy the detendan! 

in its brief are cases ot the third class mentioned, 

namely, unfair competition, to which ditierent rules 

apply. They have m> application to this case winch is 

one of the lirst class, or it it he consuU*red that taere 

i- some difference between the corporate name." be- 

eaiise in one the word “Corporation** is used while in 

the other the word “Company" appears, nevertheless 

the resemblance is so close a> to briny; it within the 

second class mentioned. In cases ol bolh the lirst ami 

second classic, when* suit is brought to prevent in- 

jurv. confusion and injury are presumed, in the eases 

cited by defendant the corporate names were dit’fer- 

ent. They are not cases “where the resemblance is 

so close as to be likely to produce confusion as to such 

identity**. They are cases of unfair competition, m 

which aflirmative proof must be furnished to show 

that in the particular case confusion and injury liave 

in fact resulted. In such cases, the several deteiisive 

matters uryed by the detendaut. such as steps taken 

to avoid confusion and the nature of the clientele ol 

the parties, would be material. 1»ut this is not such a 

case. Here we are seckiny to protect a corporate 

name, to which the plaintiff, by its charter, became ex¬ 

clusively entitled in the District of Columbia, ayainst 

the use of the identical name by a foreiyn corporation, 

in the conduct o 1 business (it the same natuie in the 

same community. This riylit of the plaintiff can only 

be lost throilyli abandonment, and then* has been no 

abandonment shown in this case. 



While insisting that tin* evidence shows the plaintiff 

tliroindioiil its corporate existence of more than 40 

years has been known and still is known, and has 

transacted business and still is 1 ransactiny business, 

although not exclusively so. by or in its corporate 

name, and that durian this period it became known 

and >till is familiarly known by the abbreviated name 

“The Lawyers’*, nevertheless assumin';', as claimed bv 

the defendant, that it was also known by one of the 

names mentioned in the findings of fact, we submit the 

defendant's contentions are unsound, since they erro 

neously treat this as a case of unfair competition. 

Disregardin':' the distinction in ibis respect to which 

we have invited attention, the defendant's contentions 

are. (1) “if the name by which the plaintiff is known 

to the public is different from its corporate name, only 

the former and not the latter will be protected 

it is not the name but the business conducted under 

that name which is the subject of protection": (2) that 

mere similarity or identity of names is not sufficient 

basis for injunct ion: (.’!) that where 1 he name by which 

the plaintiff is known to the public* is different from its 

corporate name, the latter will not be protected: (4) 

that where the defendant, in «»*ood faith exercising the 

riu'hl to use its own name, has done all that reasonably 

could be required to prevent confusion, equity will take 

no action: and (a) no action will be taken where the 

services of the parties are availed of by a discriminat¬ 

ing clientele, who will not be misled bv anv fortuitous 

similarity of names. 

The first contention, that if the name by which the 

plaintiff is known to the public is different from its 

corporate name, only the former and not the latter will 

be protected, is. we submit, as unsound as it is novel. 

i 
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A corporate name is one of selection. So far as this 

case is concerned, the defendant selected the same 

name as that of the plaintitf when it first opened its 

office to do business in the District of Columbia. A 

corporation later incorporated cannot adopt the same 

name or a name similar to a name previously adopted. 

The contention implies that a corporation loses its 

right to its name and protection, if it happens that it 

is known to the public by an abbreviated or different 

name, and that appearing, a later corporation may 

adopt precisely the same corporate name and engage 

in the conduct of business of the same nature, in the 

same community so long as it does not adopt the ab¬ 

breviated name or other name by which the first cor¬ 

poration happens to be known. We do not believe any 

case can be found to support such a contention. The 

contention if sustained would wipe out the many cases 

in which courts have held corporate names are entitled 

to protection. If sound, it would mean that in every 

case the inquiry would be, not what are the corporate 

names, but by what names the corporations are fa¬ 
miliarly known to the public. A corporation would 

be in constant peril of losing the exclusive right to its 

name if the public wishes, for convenience or other¬ 

wise, to refer to it by an abbreviated or different 

name, and against which it would be practically help¬ 

less to protect itself. It means that, a later corpora¬ 

tion can at its pleasure adopt any corporate name 

previously adopted, merely by showing that the prior 

corporation is familiarly known by an abbreviated or 

other name. That, we submit, cannot be and is not 

so, and if it is not, it is because, as the courts have 

always held, a corporate name previously adopted 



will be protected against one later seeking lo appro- 

priate it. 

In the defendant’s discussion of the contention now 

being considered, the confusion resulting from treat¬ 

ing this as a case of unfair competition is again to be 

noted. Protection of a corporate name rests upon a 

different basis from that which affords protection of 

a trade name which the corporation may have adopted, 

or by which it may be familiarly known. In the for¬ 

mer, protection is given because the name, which is a 

matter of selection, has been previously exclusively 

appropriated, while protection in the use of the abbre¬ 

viated or other trade name, is only given upon a show¬ 

ing of unfair competition. 

In two cases this particular contention of the defen¬ 

dant was indirectly considered and by strong implica¬ 

tion decided. The first is Central Automobile Insur¬ 

ance Co. v. Central Mutual Insurance Co., a Michigan 

case, 275 Mich. 554, cited by defendant for other pur¬ 

poses. The plaintiff claimed that notwithstanding its 

corporate name was different from the corporate name 

of the defendant, it had become known by the name 

“Central Mutual Insurance Co.”, and as “Central 

Mutual” and that its policies of insurance were known 

as “Central policies”, and consequently that its trade 

name was the same as the corporate name of the de¬ 

fendant. The court said: “This is immaterial. The 

plaintiff must stand or fall on its corporate name. 

The statute above quoted recognizes the corporate 

name only.” While there was a statute forbidding 

the adoption of a corporate name previously appropri¬ 

ated, the principle decided applied to this case, and 

supports our contention that the true corporate name 

will be protected notwithstanding the fact the corpo- 
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ration may have acquired a trade name different from 

its corporate name. 

In Philadelphia Trust Co. v. Philadelphia Trust Co., 

123 Fed. 534, also cited by defendant for other pur¬ 

poses, and to which w^e hereinafter refer, and from 

which we will quote, the court, by strong implication 

at least, supports our contention that a corporation, 

by the acquisition of a trade name, does not thereby 

lose its right to protection of its corporate name. 

The defendant’s second contention (p. 14) is that 

“mere similarily or identity of names is not sufficient 

basis for injunction”. Here again the quotation from 

Nim’s “Unfair Competition and Trade-Marks” and 

the cases cited indicate the defendant is treating this 

as a case of unfair competition. The argument in¬ 

cludes an unsuccessful effort to avoid the decision of 

the Supreme Court in the American Steel Foundries 

case (269 U. S. 371). The contention is that in addi¬ 

tion to the similarity of names, injury must be shown. 

That is not disputed. But we differ decidedly concern¬ 

ing the manner in which such injury may be shown. 

In cases of unfair competition, as we have stated, there 

must be evidence that confusion and injury, in the 

particular case, have in fact resulted. But in a case 

brought to prevent injury, where the names are iden¬ 

tical or “where the resemblance is so close as likely 

to produce confusion as to such identity” (quotation 

from the Supreme Court), based upon experience in 

other cases, confusion and injury are presumed as a 

matter of law, as we think we have clearly shown in 

our main brief. The Supreme Court has said where 

the names are deceptively similar, confusion and in¬ 
jury, to some extent at least, are bound to result and, 

the injury being a continuing one, equity will afford 
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relief. When the plaintiff exhibited its corporate name 

and the corporate name of the defendant, it furnished 
all the proof of injury required, if the court concludes, 

as we think it must, that the names involved in this 
case are the same or deceptively similar, since, such 

being the case, confusion and injury are presumed. 

The cases cited by the defendant in support of its 

contention, unless carefully considered and the clear 

distinction between them and this case is noted, are 

likely to mislead. Thus, in International Trust Co. v. 

International Loan and Trust Co., 153 Mass. 271, cited 

by the defendant (p. 21) the court said: 

“We think it is clear that the defendant’s cor¬ 
porate name is so nearly identical with the plain¬ 
tiff’s that it would be misleading, and that the 
ruling to that effect was correct. * * * If there¬ 
fore, a foreign corporation carries on its business 
under a name in fact the same as or nearlv iden- 

* 

tical with that of a domestic corporation, it should 
be enjoined, however different its corporate name 
might be.” 

Tt was in that connection the court said, as quoted 

by the defendant: 

“On the other hand, even if the corporate name 
of the foreign corporation was the same or nearly 
identical with that of a domestic corporation but 
it did not carry on its business under that name 
but under a different and dissimilar one, there 
would seem to be no reason why it should be en¬ 
joined.” 

Here, however, the defendant is not carrying on 

business “under a different and dissimilar name”, but 

under precisely the same name. The Massachusetts 
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court did not pretend to hold that a plaintiff is not 

entitled to protection of its corporate name because, 

in the conduct of its business, it had also acquired a 

trade name, assuming that to be true in this case. 

Moreover, as the court stated in its opinion, its de¬ 

cision was based upon an act of the legislature which 

merely provided “that all foreign corporations doing 

the same kind of business in this state shall add to 

their names something showing that they are foreign 

corporations’’, and it was because of this statute that 

the court required the defendant to add to its corpo¬ 

rate name the words “of Kansas City”. This does 

not support the defendant’s contention that in this 

case the plaintiff is to be denied an injunction because 

the defendant claims it describes itself as “of Rich¬ 

mond”. 

Nor does the addition of such words, whether by 

voluntary act or pursuant to court decree, defeat the 

plaintiff’s right to the protection of its corporate 

name. The defendant’s corporate name would remain 

the same. It would still be the same as the corporate 

name of the plaintiff. The addition to the corporate 

name of the defendant of words which may be thought 

to be sufficient to differentiate it from the name of the 

plaintiff, may be the appropriate relief to meet the 

requirements of a statute, as in the Massachusetts case 

cited, or to differentiate the names, as a step to avoid 

confusion, in a case of unfair competition. But the 

cases decide a corporation may not adopt a name pre¬ 

viously appropriated, and under such name, engage 

in business in competition with the corporation first 

adopting it, in the district from which it obtained the 

right to such name. That is precisely what the defen¬ 

dant claims the right to do. 



9 

In Philadelphia Trust Co. etc. v. Philadelphia Trust 

Co., 123 Fed. 534, cited by defendant (p. 20) the plain¬ 

tiff became generally known by the name “Philadel¬ 

phia Trust Co.” and the court granted injunction 

against the use by the defendant of a corporate name 

the same as plaintiff’s trade name. This supports the 

undoubted proposition that such a trade name will be 

protected, whether acquired by a corporation or an 

individual. But it does not support the defendant’s 

contention that because protection will be given to a 

corporation’s trade name, that it will be denied protec¬ 

tion to its true corporate name. The contrary is clearly 

implied from the court’s statement: 

“It will be observed that under the statute the 
name of the corporation ‘shall be such as to dis¬ 
tinguish it from any other corporation engaged’, 
etc.: but the statutory requirement neither in 
terms nor by fair implication is restricted only 
to cases in which the name of the corporation 
created under it is distinguished from the merely 
legal name of the other corporation. While a cor¬ 
poration generally, if not invariably, is confined 
to the use of its corporate name in judicial pro¬ 
ceedings and in its transaction of business, it may 
by usage be generally and commonly called by the 
public by a different name.” 

Fidelity Bond and Mortgage Co. v. Fidelity Mort¬ 

gage Company, 12 Fed. 2nd 583, from which defendant 

quotes at some length (p. 19), has no application what¬ 

ever to the facts of this case. Aside from a difference 

in name and that it was a case of unfair competition, 

the quotation given, when considered with the facts, 

has no such significance as defendant seeks to give it, 

and this is made manifest from the syllabus in the 

case, as follows: 
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“St. Louis corporation doing business under 
the name Fidelity Bond and Mortgage Co., having 
assumed such name in 1921, when it started sell¬ 
ing bonds guaranteed by it, held not entitled to in¬ 
junction because of unfair competition, as against 
a corporation situated in Cleveland, selling guar¬ 
anteed certificates under name of Fidelity Mort¬ 
gage Co., where such company had used its name 
since 1915, although having started selling guar¬ 
anteed certificates in 1923, there being distinct 
difference in securities sold by different corpora¬ 
tions.’ ’ 

The cases cited on pages 15 and 16 of the brief, ■which 

involve the right to the use of personal names, we sub¬ 

mit, are immaterial. 

It is urged that La Tosca Social Clnb v. La Tosca 

Social Club, 23 App. D. C. 96, and Grand Lodge v. 

Grimshaw, 34 App. D. C. 383, support the claim that 

“injury must be shown to result” from the use of 

similar names, and that such injury must have been 

a “pecuniary one” and “substantial”. Neither of 

these cases related to a business enterprise. No prop¬ 

erty or pecuniary injury was involved. The rule ap¬ 

plicable in such cases is different, or at least is less 

strict. 

“At the outset it should be noted that this case 
is unique in that none of the parties is engaged in 
any business, in the sense of seeking financial 
gain. On the contrary, all are equally seeking to 
accomplish patriotic and unselfish ends. It is 
therefore obvious that the rules governing the 
right to trademarks and trade names, evolved, as 
those rules have been, from selfish attempts on 
the part of one person to appropriate for his 
financial benefit what rightfully belongs to an¬ 
other, and decisions of courts in thwarting such 
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attempts, do not apply to such a case as this, or 
at any rate ought not to be applied with the same 
strictness.’ ’ 

Colonial Dames etc. v. New York Colonial 
Dames, 60 N. Y. Supp. 1134, and 173 N. Y. 
586, 65 N. E. 115. 

The defendant’s third contention (p. 23) is that 

where the name by which the plaintiff is known to the 

public is different from its corporate name, the latter 

will not be protected. This is merely a repetition of 

its first contention which we have heretofore consid¬ 
ered. 

However, under this subdivision, the defendant 

states (p. 23) “the courts will enjoin upon a proper 

showing of injury, the use of a trade name deceptively 

similar, like the name by which the plaintiff is known 

to its customers, even though that trade name be dif¬ 

ferent from its actual name.” That is undoubtedly 

so, and it is precisely the rule we contend should be 

adopted with respect to the true name of the plaintiff. 

Protection of the trade name is afforded on the ground 

of unfair competition. But it does not follow because 

such protection is given to a trade name on the ground 

of unfair competition, that protection will be denied 

to a true corporate name, because in the conduct of 

business “its customers” refer to it by an abbrevi¬ 

ated or other name. We submit the law is that a cor¬ 

poration first adopting a name is entitled to its exclu¬ 

sive use at the place of incorporation, as against a 

later corporation adopting the same name, and when 

suit is brought to prevent injury, if the names are 

identical or, as the defendant states, “deceptively sim¬ 

ilar”, the law affords relief because it presumes, based 
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upon experience in other cases, that confusion and in¬ 

jury will result. 

Under this subdivision (p. 24) the defendant also 

states, “On the same broad principle, where the de¬ 

fendant’s actual name is confusingly similar to plain¬ 

tiff’s, if defendant actually engaged in business under 

a different and distinguishing name, plaintiff may not 

prevent it.” That the defendant’s name is confusingly 

similar to the name of the plaintiff is manifest. But 

the defendant is not actually engaging in business 

“under a different and distinguishing name”. It is 

doing business under precisely the same name as that 

of the plaintiff, and we think we have show'll that the 

plaintiff’s right to protection is not lost because it 

conducts its principal business in association w'ith 

others, and that the association, and not the plaintiff, 

is knowm by one or more of the several names men¬ 

tioned in the findings of fact. 

Reliance is placed by the defendant upon Federal 

Securities Co. v. Federal Securities Co., 129 Ore. 375. 
There the defendant w’as incorporated before the 

plaintiff. Both began to conduct business in Oregon 

at about the same time. The plaintiff conducted sub¬ 

stantially a commercial banking business, a large part 

of it being the financing of automobile purchases and 

sales, w'hile the defendant was an underw'riter, doing 

a brokerage business. The plaintiff dealt with indi¬ 

viduals and small concerns, while the defendant dealt 

only wfith brokers and large financial institutions. 

They were not in competition as the court found. So 

finding, the conclusion of the court is supported by the 

decisions, though there is a conflict between them, 

which hold that relief will be denied if the parties are 
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engaged in different lines of business. It is not in 

conflict with the rule established by the overwhelming 

weight of authority that relief will be granted when 

the names are identical or similar and the business in 

which the parties are engaged is so closely related and 

forms part of the same commercial field, that simi¬ 

larity of names is bound to lead to confusion. In this 

case, the names are the same and the business is the 

same, as we have shown in our main brief. Moreover, 

the many decisions cited by the Oregon court support 

the rule for which we contend. 

The defendant’s fourth contention, under subdivi¬ 

sion (c) (p. 25), is “Where the defendant, in good 

faith exercising the right to use its own name, has done 

all that reasonably could be required of it to prevent 

confusion, an equity court will take no action against 

it.” 

This contention assumes the “right” to use its name 

in competition with the plaintiff in the District of Co¬ 

lumbia. This is denied. The defendant acquired no 

right when it entered the District of Columbia, to there 

use the corporate name of the plaintiff, previously ap¬ 

propriated, in competition with the plaintiff. It er¬ 

roneously assumes, and contrary to all the authorities, 

that because its name was acquired elsewhere, but af¬ 

ter appropriation by the plaintiff of its name, it may 

invade the plaintiff’s territory and there use precisely 

the same name so long as it takes steps, reasonably 

sufficient, in its opinion, to avoid confusion. It cannot 

appropriate the plaintiff’s name, for use in the Dis¬ 

trict of Columbia, because it acquired its name in an¬ 

other jurisdiction, and justify such use by asserting it 

has taken steps to avoid confusion. In all cases 

brought to prevent injury, where corporate names are 
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involved, the question is not what steps have been 

taken to avoid confusion, but whether the names are 

the same or deceptively similar. Otherwise, a court 

would be compelled to diligently inquire into the na¬ 

ture of the business, how it is conducted, the kind of 

stationery used, the size given the corporate names 

upon printed matter and upon places of business, the 
nature of advertisements used, the appearance of the 

offices, and many other matters of kindred nature, and 

to formulate an elabtorate decree pointing out what 

may or may not be done. The law requires no such 

thing. Moreover, experience suggests that no matter 

what protective steps may be taken, confusion, to some 

extent at least, is bound to result, and if it does, equity 

affords relief. The effective step, and which a court 

can control, is to prohibit the continued use of the same 

name, in the same community, in the conduct of busi¬ 

ness of the same nature. 

We submit the contention under this subdivision is 

ineffective in fact and unsound in law. 
Under subdivision (d), as its fifth contention, the 

defendant states (p. 27), “Where the services of plain¬ 

tiff and defendant are availed of by a discriminating 

clientele who will not be misled by any fortuitous simi¬ 

larity of names, an equity court will take no action 

against defendant”. 

In support of this contention the plaintiff cites sev¬ 

eral cases. In the Federal Securities Company case, 

the business in which the parties were engaged was 

different, and in this and other respects that case dif¬ 

fers from this case, as we have heretofore shown. In 

all the other cases relied upon the corporate names 

were decidedly different. In Continental Insurance 

Co. v. Continental Fire Association, the court held 
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there was not sufficient similarity in the names to war¬ 

rant a finding that confusion would likely occur. Stand¬ 

ard Accident Insurance Co. v. Standard Surety and 

Fidelity Co., was a case of unfair competition, the 

names not being sufficiently alike to raise the presump¬ 

tion of confusion. In Central Automobile Insurance 

Co. v. Central Mutual Insurance Co., there was no 

claim made that the names were the same. The ques¬ 

tion considered and decided was whether they so 

closely resembled each other as to create a presump¬ 

tion that confusion would occur, and the court held 

they were not. In Deister Concentration Co. v. Deis- 

ter Machinery Co., the right to use a personal name 

was involved, and the corporate names being different, 

it was a case of unfair competition. Eastern Con¬ 

struction Co. v. Eastern Engineering Co., was also a 

case of unfair competition, the names being different. 

Respectfully submitted, 

Clarence A. Brandenburg, 

Louis M. Denit, 

Thomas Searing Jackson, 

Attorneys for Appellant. 

Brandenburg & Brandenburg, 

Of Counsel. 


